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R. H. Macy & Company, Inc. v. Macy’s Drue Srore, Inc., Irvine 
H. Bernett and Irvin RosENFELD 


United States Circuit Court of Appeals, Third Circuit 
May 29, 1936 


Unramrn CompeTition—“Macy”—Use or Corporate NAME. 

Where defendants, operators of a pharmacy in Philadelphia, adopted 
as a name therefor the words “Macy’s Drug Store,” although none of de- 
fendants bear the name Macy, held that they were guilty of unfair 
competition with plaintiff, particularly as it appeared that the word 
“Macy’s” had acquired a secondary meaning as referring to plaintiff's 
business. 


In equity. Action for unfair competition. On appeal from a 
decision of the United States District Court, Eastern District of 


Pennsylvania, dismissing the complaint. Reversed and remanded. 


Sterling § Willing, of Philadelphia, Pa., for appellant. 
Harry Langsam, of Philadelphia, Pa., for appellees. 


Before Burrincron, Davis and THompson, Circuit Judges. 


Burrineton, C. J.: This is an appeal from a decree of the 
District Court for the Eastern District of Pennsylvania, which 
counsel agree be heard here as if on final hearing. Suit was brought 
against Macy’s Drug Store, Inc., Irving H. Bernett and Irvin 
Rosenfeld by R. H. Macy & Company, Inc., for an injunction to 
restrain them from using the name “Macy” in their business. 

In its own extensive business the plaintiff company conducts a 
retail department store in New York City and does a large volume 
of interstate business in the United States and very considerable 
business in the City of Philadelphia. One of its departments deals 
in drugs, medicines, cosmetics, toilet preparations, cigars, cigarettes 
and other articles commonly sold in drug stores. The plaintiff is 
commonly referred to as ““Macy’s” and its drug department is 
operated under the name Macy’s Drug Department. 

The defendants, whose names are Bernett and Rosenfeld, operate 
a drug store in the City of Philadelphia and have registered the 


name ‘“‘Macy’s Drug Store” under the Fictitious Names Act. They 
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also use signs on their store stating it is Macy’s Drug Store. N 

one connected with the defendants’ store is named Macy. Thx 
defendants’ explanation is that they innocently used the last two 
syllables of the word “pharmacy” in their slogan “The last word in 


’ 


pharmacy” as the basis for their use of the name “Macy.” This 
contention does not deceive this court as to what their real purpos: 
is, namely, to appropriate the good-will and trade of the Macy 
Company. 

The District Court refused to find that the defendants wer 
guilty of unfair competition and, therefore, denied the injunction 
We think, however, that the word “Macy’s” had acquired a secondary 
meaning and referred to the plaintiff’s business; that its applica 
tion to the defendants’ business was misleading; that its use was 
intended to, and had a tendency to, mislead and deceive the public 
into the belief that the defendants’ business was connected with that 
of the plaintiff. Indeed, the entire atmosphere surrounding the 
acquisition of the name “Macy’s” by the defendants justifies a con 
clusion that there was a palpable attempt to make use of the plain 
tiff’s reputation and good-will, acquired through many years of 
advertising, and appropriate it to the benefit of the defendants and 
deceive the public. Such holding is in accord with Macy v. Colo- 
rado, 68 Fed. (2d) 690 [24 T.-M. Rep. 43], and Wall v. Rolls- 
Royce, 4 Fed. (2d) 333 [15 T.-M. Rep. 239], where this court said: 

We feel the court below, sitting in equity, was justified in preventing the 
defendant from veiling his business under the name of “Rolls-Royce,” for 
he had, and could have had, but one object in view, namely, to commercially 
use as his own a commercial asset that belonged to others, the continued 
use and abstraction of which is so fraught with such possibilities of ir- 
remediable injury that the only way to remedy it is to stop it at the start. 

So holding, the decree below is vacated and the record remanded, 
with instructions to reinstate the bill and grant a permanent injunc 


tion. 
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Procter & GAMBLE Company v. J. L. Prescorr Company 
United States District Court, District of New Jersey 
June 15, 1936 


frape-MarKks—Decision or Court or Customs aNp Patrent APPEALS NOT 
BINDING. 

A decision of the Court of Customs and Patent Appeals in a related 

case between the parties held not binding on the court. 
Prape-Marks—SimiLariry—How DETERMINED. 

In determining the decree of similarity between two trade-marks and 
labels, a comparison of the two ensembles, taken as a whole, is the only 
satisfactory method. 

I'rapE-Marks—Unrair CompetTiTion—“OxypoL” ann “OxoLt”—Non-Con- 
FLICTING Marks. 

Defendant’s label displaying the word “Oxol” on a white, red, and 
blue label, held not to be deceptively similar to plaintiff's label, dis- 
playing the word “Oxydol” on a background of dark blue, yellow or 
orange, and white. 

l'RapE-Marks—Goops or DirrereENT Descriptive PRopeERTIEs. 

A soap in powder form held to be of different descriptive properties 
from a chemical liquid cleanser and germicide. 

TrapE-Marks—“Curpso” anp “CuHase-O”—Non-Conriictinc Marks. 

“Chipso” held not confusingly similar to “Chase-O.” 

Unrair Competition—Goops or DirrerRENT Descriptive PROPERTIES. 

A water-softening preparation for use with soap held to be of dif- 
ferent descriptive properties from soap in granular form. 

rape-Marks—Unrair ComPETITION. 

The sale of goods differing somewhat in composition and use, and 
sold in different size packages, employing, in general, similar colors but 
differing in wording and arrangement held not to be unfair competition. 


In equity. Action for alleged trade-mark infringement and un- 
fair competition with counterclaim by defendant. Both complaint 


and counterclaim dismissed. 


Cooper, Kerr & Dunham and Allen & Allen, pro hac vice, all of 
New York City, for plaintiff-respondent. 
Charles P. Hutchinson and Joshua R. H. Potts, pro hac vice, 


of Philadelphia, Pa., for defendant-counterclaimant. 


Avis, D. J.: The plaintiff instituted its action against defendant 
by the filing of a bill, in which it was alleged, briefly stated, that 
plaintiff was an Ohio corporation, the manufacturer and distributor 
of certain soap, food and pharmaceutical products; that among these 


was a material used as a cleanser and soap in powder form, which 
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was marketed and sold to the public under the trade-name “Oxydol” ; 
that this product had been marketed by it and its predecessors under 
this trade-name since the year 1914, and that it had acquired the 
exclusive right to use this trade-name on goods of this character. 

The bill charged that the defendant, in violation of the rights 
of plaintiff, had, since 1928, manufactured and marketed a liquid 
product, containing similar properties and designed for similar uses 
under the trade-name “Oxol”’; that such action of defendant was an 
infringement of the rights of plaintiff, and that defendant was guilty 
of unfair competition. 

The bill prayed for injunction and accounting for profits and 
damages. 

The defendant’s answer denied the charges of infringement and 
unfair competition, and annexed thereto was and is a counterclaim, 
setting forth that defendant is the owner of the trade-mark 
“Chase-O,” under which name is marketed a certain cleansing pow- 
der for washing and bluing clothes and for other cleansing purposes 
The counterclaim alleges that the plaintiff, Procter & Gamble Com 
pany, had infringed the right of counterclaimant by marketing a 
certain product used for similar purposes, to which it, the plaintiff, 
had applied the trade-mark or name of “Chipso.” 

The case has been heard, volumes of testimony and depositions 
taken and submitted, and briefs have been filed. 

As to plaintiff’s original complaint it appears that the trade-mark 
“Oxydol” was first registered in the United States Patent Office at 
Washington, D. C.; that the trade-mark “Oxol” as applied to de- 
fendant’s product, was, in proceedings contested by plaintiff, or- 
dered to be registered in the said Office, and to be applied to 
products of defendant. This decision of the Commissioner was, 
however, appealed to the United States Court of Customs and 
Patent Appeals, and by that court reversed; Judge Bland, who 
wrote the opinion, saying: 

The goods, being to some extent dissimilar in appearance and use, and 
the marks not being identical, the Examiner of Interferences and the Com- 


missioner of Patents concluded that there was no likelihood of confusion. 
In a case of this kind this question, of course, is largely a matter of opinion. 
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We are of the opinion that there is a strong probability that confusion 
.3 to origin of the goods would result to the purchasing public in event both 
marks were registered, and were used in the manner shown in the record. 
At least there is some substantial doubt on the question, and, under the 
familiar rule, such doubt should be resolved against the newcomer, inas- 
much as he has a wide field to select from in choosing his trade-mark. (49 
F. [2d] 959, 960.) 

Thus it stands at the present time: The “Oxydol’’ trade-mark 
is registered, the “Oxol”’ trade-mark is not registered. 

The plaintiff’s product so marketed under the trade-mark “Oxy- 
dol” is distributed in a pasteboard box, about 81% inches high, 6” 
inches wide, and 24% inches deep. The color scheme is in dark blue, 
vellow or orange, and white. On the broad face of the package there 
are vellow and blue ribbon stripes, alternately printed thereon, arc 
shaped, and of width varying from about one-half to seven-eighths 
of aninch. A circle of blue is in the left-hand upper section of the 
face of the package, in the center of which is printed, in white, the 
letter “O,” following which are the letters ‘““Xydol,” in white, across 
the upper face of the package on a blue ribbon background. The 
balance of the package is covered with illustrations, directions as 
to use, and sundry explanations of its various attributes. 

The contents is a dry, granulated substance, almost white in 
color, and it is stated on the container that it is “Granulated for 
Instant Suds’’—‘‘The Complete Household Soap.” It is also stated 
thereon that it “Makes Richer Suds—Soaks Clothes Whiter— 
Softens Hard Water—Easier on Hands.” 


It is advertised on the package as a “complete household soap.” 
It is also stated thereon that “Dishes Sparkle Without Wiping,” 


and is a cleanser for ““Woodwork, Floors, Bathtub, etc.” Generally 


speaking, it is stated to be a soap for general cleansing and has 
detergent action. 

The defendant’s product is marketed under the trade-mark 
“Oxol,” and is a transparent liquid, distributed and sold in bottles 
of a dark brown colored glass, seven and one-half inches in height 
over-all, and about three inches in diameter. The contents is said 
to be sixteen ounces. The color scheme of the label, which covers 


the entire circumference of the bottle, and four and one-half inches 
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of the height, is white, red, dark blue, and a lighter blue. About one- 
third of the distance from the top of the label, a ribbon of plain 
dark blue, one inch wide, appears around the entire circumference 
of the bottle, and on this ribbon appears, in large white letters, on 
either side of the bottle, directly opposite each other, the word 
“Oxol.” 

On either side of the bottle, and about two and one-half inches 
wide, is a strip of light blue, four and one-half inches high, upon 
which is printed the purposes for which the product may be used. 
It is stated thereon that it is a “Cleanser,” “Germicide,”’ “Deo- 
dorant,” “Disinfectant,” and, under the title “Directions,” it is 
stated “Do Not Use on Silk or Wool. Use Only on White Fabrics.” 

On this same side of the label directions are given in its use, un- 
der headings as follows: “Bleach Clothes,’ “Remove Stains,’ 
“General Cleaner,” “Bleach Floors,” ‘Mildew,’ “Toilet Bowls,’ 
“Drains,” “Sick Room.” 

The balance of the label is divided into red and white checker- 
board squares of seven-eighths of an inch, and in the white squares 
are contained the following statements as to the efficiency of the 
product: “Softens Water,’ “Cuts Grease,” “Whitens Clothes,” 
“Cleans Woodwork,” “Germicide,’ “‘Cleans Toilets,’ ‘Cleans all 
Glass,” ““Removes Stains,’ “Cleans Pots & Pans,’ “Cleans Tile & 
Enamelware,” “Cleans Mops, Dishcloths,” ‘‘Deodorizes.”’ 

While it is true that the products may, in some instances, be used 
for the same general purpose, they are entirely different in composi- 
tion; the one being a powder, granulated, marketed in a paste-board 
carton, and the other a liquid marketed in a glass bottle. 

“Oxydol” is advertised as a household soap, and its ingredients. 
as testified to by Dr. Samuel S. Sadtler, a chemist, as examined in 
the year 1925, are anhydrous soap, 62.60 percent, anhydrid sodium 
carbonate, 8.88 percent, acid, calculated to sodium bicarbonate, 
15.95 percent, and moisture, 11.89 percent. 

In the latest analysis, shortly before Doctor Sadtler testified 
on June 8, 1933, he found in “Oxydol” anhydrous soap, 84.26 per- 
cent, sodium phosphate, 2.97 percent, anhydrid sodium carbonate, 
3.91 percent, and moisture, 4.50 percent. 
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This same witness, testifying as to the ingredients of “Oxol,”’ 
said that in 1925 it contained available chlorine, 4.81 percent, avail- 
able chlorine calculated as sodium hypochlorite, 8.05 percent, free 
alkali calculated as sodium hydroxide, 1.51 percent, and the balance 
water. On the label affixed to the bottle, it certifies that the con- 
tents consist of “Active Ingredient: Sodium Hypochlorite 5%, Inert 
Ingredients 95%. 

The testimony of Doctor Sadtler was that there was no chemical 
substance common to the two products; that “Oxydol” was only 
usable in some way where it is accompanied by agitation, and to be 
used with heated water; that “Oxol’’ does not need any physical 
agitation, because it acts chemically. He testified, “It must be 
merely mixed with the water or spread on the surface to which it 
is applied and by chemical action alone it does its work.”’ 

While some chemical elements may be the same in the two 
products, and while, in some instances, similar results may be ob- 
tained, it is apparent that the ingredients are not the same, and that 
the actual and advertised uses are mainly different. 

The matter resolves itself into three questions: 

(1) Whether the action of the Court of Customs and Patent 
Appeals, while not controlling, is, under the circumstances, entitled 
to such weight as to influence the court to follow its conclusions ren- 
dered on the question of registration? 


(2) Whether the manner and method of marketing “Oxol,” in- 


cluding the name, size and style of package, and the similarity of 


names is sufficient to create infringement, or constitute unfair com- 
petition ? 

(3) Whether the use of the word “Oxol” does or can reasonably 
be held to indicate to the purchasing public that it is a product of 
the manufacturer of “Oxydol,” the Procter & Gamble Company, and 
thus constitutes a trespass on the rights of the plaintiff, which should 
be enjoined? 

All counsel agree that the proceeding in the Court of Customs 
and Patent Appeals is not binding on this court: 


that the proceeding itself in respect to trade-mark registration can have 
absolutely no bearing at all other than what collateral effect it might have 
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on the mind of the court in an equity proceeding for injunction, on the 
ground of trade-mark infringement and unfair competition. They are 
two separate and distinct proceedings. It has no control. It may have 
an influence but does not control this court. (Record, p. 85.) See, Plain- 
tiff’s Brief, p. 25. 


The Patent Appeals Court determines the correctness of the 
Commissioner’s ruling on registrability of the trade-mark, whereas 
the jurisdiction of the district and circuit courts involves the right 
to use. 

In the decision of that court it is apparent that the question of 
opinion and supposition was controlling. As hereinbefore quoted 
the court said: “In a case of this kind this question, of course, is 
largely a matter of opinion. We are of the opinion that there is a 
strong probability. . . . At least there is some substantial doubt.” 

Such language is not sufficiently assertive as to create in the 
mind of this court any positive impression, and consequently I am 
satisfied I should determine the issues from the evidence produced 
at the trial of the instant cause. 

The principle of law applying to trade-marks is very aptly 
stated by Mr. Justice Pitney in the case of United Drug Company 
v. Rectanus Company, 248 U. S. 90, 97, 98 [9 T.-M. Rep. 1]: 

There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed. The law of trade-marks is but a part of the broader 
law of unfair competition; the right to a particular mark grows out of 
its use, not its mere adoption; its function is simply to designate the goods 
as the product of a particular trader and to protect his good-will against 
the sale of another’s product as his; and it is not the subject of property 
except in connection with an existing business. Hanover Milling Co. v. 
Metcalf, 240 U. S. 403, 412-414 [6 T.-M. Rep. 149]. 

The owner of a trade-mark may not, like the proprietor of a patented 
invention, make a negative and merely prohibitive use of it as a monopoly. 
See United States v. Bell Telephone Co., 167 U. S. 224, 250; Bement v. Na- 
tional Harrow Co., 186 U. S. 70, 90; Paper Bag Patent Case, 210 U. S. 
405, 424. 

Applying this principle to the facts of the instant controversy, 
we find that “Oxydol” is a soap powder, granulated, having cleansing 


properties, mainly efficient when agitated, with some small quantity 


of chemically acting ingredient. It is advertised as a soap mainly 


used in washing clothes and dishes, but with a suggestion that it 
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cleans woodwork, sinks, tubs, etc. It is marketed in a comparatively 
large pasteboard carton with alternate stripes of blue and yellow. 

“Oxol” is a transparent liquid, marketed in bottles—some of the 
colors are similar in shade to those on the “Oxydol” carton, but, 
with the exception of the ribbon of blue, the arrangement of colors 
is entirely different. The ingredients have hereinbefore been set 
forth, as well as the uses to which it may be put. It acts chemically 
as a cleanser. It is not advertised as a soap. The only similarity 
which could confuse is the word “Oxol,” in white, imposed upon a 
dark blue ribbon stripe. The question under all of the evidence, 
then, is, would an ordinarily intelligent person, one of the pur- 
chasing public, be confused in making purchases, taking into con- 
sideration the name, the product, the size and style of package and 
bottle, the advertised uses appearing on the bottle and the different 
names of manufacturers, to the extent that he or she would believe 
that a bottle of “Oxol” was a package of ““Oxydol”? The court must 
determine this by an examination of both of the packages and 
products, comparisons as to appearance, and also the testimony that 
has been produced as to the experiences of merchants and customers. 
The total combined sales of ““Oxydol,” as appears by the testimony 
of Mr. Huff, for the years 1928, 1929, 1930 and 1931 was over three 
hundred million cartons. A number of witnesses were produced 
by plaintiff in an effort to prove actual confusion occurring when 
orders of retailers were given to distributors over the telephone, 
of purchases from retailers, and the reactions of housewives when 
visited by the canvassing representatives of the plaintiff. I have 
read and examined the testimony of the various witnesses produced. 
Time will not permit, and it does not seem required that I should 
analyze the effect of the individual testimony. 

The testimony produced, mainly, refers to the experience of 
wholesale grocers, retail grocers and distributors, customers and 
consumers, and canvassing agents. 

From the wholesale grocers’ standpoint the main trouble seemed 
to arise from a failure of the employee receiving the message over 


the telephone to listen carefully to the words of the person giving 
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the order, or the careless noting of article on the order slip. Ther 
were not many instances of the shipment of one product for th« 
other, and I do not recall any testimony indicating that the retailer 
had ordered one product when he wanted the other. The troublk 
appeared to arise from the carelessness exercised in transmitting 
the order to the telephone clerk, or by indistinct chirography on or 
ders submitted to the shipping clerk. One witness testified that on 
the order slips ‘““Oxydol’’ was sometimes abbreviated “Ozdl.” No 
confusion resulted by reason of the fact that there was any lack of 
knowledge as to the product, but by reason of lack of concentration 
in receiving and transferring the order. By the testimony it ap 
pears that the errors also occurred with relation to other products, 
and were not confined exclusively to “Oxydol” and “Oxol.” 

The testimony as to errors applicable to the retailers is of a 
similar character. There were instances where children were sent 
to stores, without memorandum, and sometimes asked for “Oxydol’ 
or “Oxol,”” when they had been directed to procure the other article. 
and telephone messages were sometimes misinterpreted, but I be- 
lieve that, without exception, each purchasing housewife, who was 
acquainted with the products, testified that she could not make a 
mistake when purchasing; that she knew one product from the other. 
Some of the witnesses who were retail grocers, or their clerks, 
stated that on some occasions they would ask whether the patron 
desired the powder in a box or the liquid in a bottle, when request 
was made for one or the other, but this seemed to be the failure of 
the distributor and not because of the lack of knowledge of the 
customers. Some of the grocers and their clerks stated that when 
“Oxydol” first came on the market, there was some confusion, as 
compared with “Oxol’”’ which they had theretofore handled, but 
that this trouble lasted only for a few months and had entirely 
disappeared. 

So far as the customers were concerned their trouble seemed to 
be confined to the errors of clerks. The customers were able to 
distinguish, in most instances, the one product from the other, but 
some clerks, either through carelessness or design, substituted 


“Oxol” for “Oxydol” or “Oxydol” for “Oxol.” 
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Some testimony was introduced with relation to alleged confu- 
sion arising from a radio broadcast of Prescott Company, in which 
the announcer offered to send a rag doll to persons who would for- 
ward the label from a bottle of “Oxol.”” It appears that some in- 
dividuals sent their request for the doll to Procter & Gamble, enclos- 
ing the top of an “Oxydol” package, instead of a label from an 
“Oxol” bottle to Prescott Company. Such testimony as was in- 
troduced on this question indicated that the error was made by per- 
sons who had listened to the broadcast very inattentively, and who, 
without careful consideration, arrived at the wrong conclusion. 

The testimony indicated that when canvassers of Procter & 
Gamble visited the houses in an effort to introduce “Oxydol,” some 
of the housewives were of the impression that they were advertising 
‘Oxol.”” This occurred in instances where the housewives were 
familiar with “Oxol,’ and as soon as the “Oxydol” product was 
explained they recognized the difference, and it does not appear that 
these persons ever after confused the two articles. 

Taking into consideration the millions of cartons of “Oxydol’’ 
marketed, it is apparent that there was and is little confusion and 
there is, as I view it, no evidence indicating that the Procter & 
Gamble Company has been in any way damaged. 

The only basis upon which the plaintiff might recover is with 
relation to the names alone. It is true that the first two letters and 
the last two letters of the trade-marks used, are the same, but the 
difference in the properties, the style of the containers, and the 


uses to which the articles are put, and for which they are advertised 


and designed, cannot, and, in my opinion, does not, deceive any per- 


son of ordinary intelligence. 

The true criteria which should control in matters of this charac- 

ter, I believe, is stated in the case of P. Lorillard Co. v. Peper 
C. C. A. 8), 86 F. 956, on pages 957 and 958: 

That there are some matters of resemblance is obvious, and it is equally 
obvious that there are essential and marked differences, and the inquiry in 
these cases is not fully answered by calling attention to either the several 
matters of resemblance or these of difference. The question is whether, 


taking the defendant’s package and label as a whole, it so far copies or 
resembles the plaintiff's package and label that a person of ordinary in- 
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telligence would be misled into buying the one, supposing that he was 
buying the other. And in such a case, as said by Lord Russell, in Liebig’s 
Extract of Meat Co. v. Chemists’ Co-operative Sec., decided by the British 
court of appeals November 20, 1896, and reported in the Reports of Patent 
Design and Trade-Mark Cases (volume 13, pp. 736, 738), “one must be 
guided very largely by the judgment one forms from the use of one’s own 
eye-sight.” Elaborate descriptions of the points of resemblance or those 
of difference are, taken by themselves alone, always unsatisfactory. The 
eye, at a glance, takes in the whole of one exhibit and the whole of another: 
and the comparison thus made of the two is the surest, and the only satis 
factory, way of satisfying the judgment as to the existence of the alleged 
deceptive imitation. 





In that case the court says on page 960: 


Summing it all up, while there are certain minor points of resemblance 
which have been forcibly urged upon our attention by the counsel for plain 
tiff, yet, looking at the two packages with their labels—taking the tout 
ensemble—it appears to us clear that they are so essentially different that 
no one of ordinary intelligence, desiring to buy the one kind of tobacco, 
would be misled into buying a package of the other. We shall not stop 
to review the testimony which is offered upon the question whether the 
resemblances between the two packages and labels were calculated to mis- 
lead, or whether in fact they did operate to mislead. It is enough to say 
that there was testimony on both sides of these questions, and perhaps, look 
ing at the matter of testimony alone, it might be difficult to say on which 
was the preponderance; but such testimony, giving it all the weight that 
it is entitled to, does not disturb the conclusions which we have reached 
from an inspection of the packages and labels themselves. We cannot 
surrender our own judgment in this matter because others may be of a 
different opinion, or because it happens, in isolated instances, that some 
purchaser was so careless as not to detect the differences. It may well 
be that, where many sales were made, some individuals, not particularly 
attentive, may have purchased the defendant’s, supposing they were pur- 
chasing the plaintiff's package. Such things will happen in the ordinary 
course of business, no matter how great the differences; and the fact that 
they do happen, while it is not to be ignored, is not to outweigh the evidence 
which comes from a personal inspection of the packages and labels. 














Certiorari was denied by the Supreme Court, 171 U. S. 690. 
See, Coats v. Herrick Thread Company, 149 U. S. 562. 

As to the right of the court to rest its conclusion by comparison 
without proof of specific instances of confusion, see Von Mumm v. 
Frash (E. D. N. Y.), 56 F. 830. 

A case much in point, it seems to me, is the case of Coca-Cola 
Co. v. Carlisle Bottling Works (E. D. Ky.), 43 F. (2d) 101 [19 
T.-M. Rep. 127]. Plaintiff manufactured and sold “Coca-Cola.” 
Defendant produced and sold “Roxa Kola.” Both of these products 
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are soft drinks, but it did not appear that the properties of the 

respective products were identical. They were of similar character 

and undoubtedly competitive. The respective color of the liquid 

was different and the containers of a separate distinct character. 
The court in that case, on page 102, said: 


No complaint is made that the dress of defendant’s article resembles 
that of plaintiff. It was conceded in argument that it does not. The facts 
do not permit of its being claimed otherwise. There is no similarity in the 
bottles used by the defendant with those used by the plaintiff. They differ 
distinctly in shape. 


On page 109 the court further said: 


In each case it is the tout ensemble that counts. And, in the case of in- 
fringement of trade-marks, it would seem that the whole to be taken into 
consideration, at least so far as appearance is concerned, is not the trade- 
mark in and of itself, but in its setting and also the dress of the article to 
which the trade-mark is affixed. The ultimate question is whether there is 
such similarity that it is calculated to deceive the ordinary purchaser. It 
is not necessary that there be any evidence of actual deception. But the 
absence of such evidence is relevant to the question of similarity. (Affirmed, 
43 F. [2d] 119.) 


While some question is raised in the instant case as to some of 
the coloring of packages, I conceive that the only question at issue 
is the words of trade-mark themselves. If, however, such similarity 


of colors and dress can be considered in issue, I conclude there is 
not such similarity as to deceive a reasonably intelligent person. 

I find as facts: 

(1) That the products “Oxydol” and “Oxol” are of different 
composition and of different descriptive properties. 

(2) That the product “Oxydol” is used mainly as a soap, and 
its cleaning properties are dependent to some extent on agitation, 
or the rubbing of the material to be cleansed. 

(3) That the product “Oxol” is used mainly as a bleach for 
materials, a water softener and a cleanser for floors, tile, and kitchen 
utensils, acting by reason of the chemical content. 

(4) That, although there is some similarity in the marks, no 
person of ordinary intelligence can be confused in purchasing the 
two products, because of the fact that “Oxydol” is a granulated 


powder, marketed in a paper or pasteboard carton, and “Oxol’’ is 
a liquid, marketed in a bottle. 
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(5) Plaintiff has failed to sustain its contention by the reason- 
able weight of the evidence, that there was or is actual confusion in 
the minds of the purchasing public. 

(6) That the plaintiff has failed to prove any damages. 

(7) Unfair competition has not been proven by the plaintiff. 

Conclusions of law: 

Having found as a fact that there is no infringement, and that 
no unfair competition has been established, the plaintiff is not 
entitled to the relief prayed for, and the bill will be dismissed. 


As to the Counterclaim 





Defendant J. L. Prescott Company filed a counterclaim against 
plaintiff, in which it is alleged that it, the defendant, is the proprietor 
of a certain trade-mark ““Chase-O” which it applies to a package in 
which it markets and sells a detergent preparation in crystal form. 
This trade-mark, defendant alleges, was adopted by its predecessor, 
Chase-O Manufacturing Company, in the year 1912, and was regis- 
tered as a trade-mark in the United States Patent Office by cer- 
tificate No. 94,425, dated December 9, 1913. It is alleged and ap- 
pears to be properly proven that said certificate, as well as the busi- 
ness rights by sundry assignments, has become the property of the 
defendant J. L. Prescott Company. The counterclaim charges that 
plaintiff, the Procter & Gamble Company, on or about September 
17, 1920, commenced to market and cause to be distributed through- 
out the United States, including New Jersey, a certain detergent in 
flake form, called soap chips, for purposes identical with those for 
which defendant’s product “Chase-O” is intended, having affixed 
thereto the trade-name “Chipso,”’ and that such product in packages 
has been introduced in interstate commerce. The counterclaim sets 
out the form and style of the various packages, claims that the 
plaintiff wrongfully and deceptively presents its product—‘‘Chipso” 
—to the public at large as the product of the defendant, and that 
such sale and marketing is in violation of the exclusive right of the 
defendant in respect to its trade-mark “Chase-O,” and constitutes 
unfair competition. Other allegations of the counterclaim are in the 
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usual form as to general use, style of package, and confusion in the 
minds of the purchasing public. The prayer is in general form as 
to restraint, accounting for profits and damages, and delivery for 
destruction of alleged infringing property. 

The counterclaim was subsequently amended to include an allega- 
tion that plaintiff's trade-mark “Chipso” was registered in the 
United States Patent Office on April 12, 1921, under registration 
certificate No. 141,205, and a prayer that this court order said 
certificate of registration to be delivered up for cancellation. On 
May 12, 1933, the counterclaim was amended by adding thereto an 
allegation that the Acting Examiner of Trade-Mark Interferences 
had determined and decided that the plaintiff had no right to the 
registration of the trade-mark “‘Chipso” and recommended the can- 
cellation thereof. 


On February 7, 1934, an amendment was allowed to be made to 
the counterclaim, setting forth that the proceedings in the Patent 
Office as to the cancellation of the trade-mark “Chipso’’ had been 
appealed by plaintiff to the Commissioner of Patents and that the 
decision of the Acting Examiner had been affirmed. Subsequently 


a motion was made to amend the counterclaim by setting up the fact 


that an appeal had been taken on said issue to the Court of Customs 
and Patent Appeals, and that that court had affirmed the decision 
of the Commissioner of Patents. Included in this proposed amend- 
ment was a declaration that, because of the action of the Commis- 
sioner, and Court of Customs and Patent Appeals, the allegations of 
the counterclaim as to the cancellation of the trade-mark ‘“‘Chipso” 
had become res judicata, and, based thereon, counsel for defendant 
claimed that this court, under the terms of the pleadings, should 
decree that the certificate of registration of said trade-mark should 
be returned to the Commissioner for cancellation. On this motion 
a memorandum was filed in which this court held that the amendment 
should be allowed, but that the effect of the doctrine of res judicata 
was to deny to this court the right to make any order or decree on 
that subject, because the identical issue had been determined by a 


court of concurrent jurisdiction. 
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Some of the amendments herein recited were made after the tak- 
ing of testimony on the main issues had been closed, and the recital 
is put in this opinion only for the purpose of showing the state of 
the pleadings at this time. 

The plaintiff, as respondent to the counterclaim, answered and, 
as to the issue actually tried, denies that the name “‘Chipso,’” the 
shape, style or coloring of the package in any way has the effect 
of wrongfully and deceptively representing to the public at large 
that the “Chipso” product is the product of the defendant-counter- 
claimant, and denies that any of its acts have constituted any viola- 
tion of any rights of defendant-counterclaimant in respect to the 
trade-mark “Chase-O,” and denies unfair competition. The answer 
further denies that plaintiff-respondent acted knowingly or deliber- 
ately with intent to usurp to itself gains and profits, or that its trade- 
mark causes any confusion in the trade. The answer further 
denies that the two articles were intended for the same general use. 
It sets up by way of prior usage other trade-names as showing that 
the mark “Chase-O” contains no distinctive characteristics. It 
denies that the packages are similar to such an extent as to be decep- 
tive, and sets forth some other defenses which the court does not 
deem necessary to state herein. 

A similar position, as to the registration of the trade-mark, ap- 
pears with relation to “Chase-O” and “Chipso,” as was present in 
the controversy between “Oxydol” and “Oxol.’”’ ‘“‘Chase-O”’ 
registered; “Chipso,” although once registered, has been cancelled 
in proceedings before the Commissioner, affirmed by the Court of 
Customs and Patent Appeals. The same reasoning, as to the bind- 
ing effect of such registration and cancellation applicable to the 
contest between “Oxydol” and “Oxol,” applies with equal force 


to the instant controversy. It does not control this court in its 
determination. 


is 


I am satisfied, after reviewing the evidence, that the plaintiff- 
respondent did not wilfully adopt the use of the trade-mark 
“Chipso,” intending to thereby endeavor to injure the defendant- 
counterclaimant in the marketing of its product ‘“Chase-O.” There- 
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fore, the conclusions to be reached must be controlled by the simi- 
larity of names and packages, the confusion which may arise as it 
affects the purchasing public, which is, to some extent, controlled by 
the descriptive properties of the two products. The designations 
used are not the same. They are somewhat similar. The first two 
letters and the last letter are the same in both trade-names. It will 
be noted that each mark contains six letters. The letters in de- 


fendant-counterclaimant’s mark which differ from those in plaintiff- 


respondent’s are “‘ase.”’ Those in plaintiff-respondent’s mark which 
differ from the defendant-counterclaimant’s are “ips.” ‘““Chase-O” 
has a hyphen between the letters “e’ and “O,” leaving a space be- 


tween these two letters. In pronouncing the two words, the lips 


are manipulated in a different manner. The court concludes that 
the marks by themselves do not constitute infringement or unfair 
competition. 

“Chase-O” is marketed and sold, at the present time, mainly, 
in a small pasteboard package four and one-fourth inches in height, 
three inches in width and one inch in depth, outside measurements. 
The base color on the face of the package is orange, or a dark yellow; 
diagonally across the face is printed a blue ribbon, about seven- 
eighths of an inch in width, upon which in white is the mark 
“Chase-O” in large letters set perpendicularly. Near the top of 
the face of the package in a horizontal blue ribbon, three-eighths of 
an inch in width, and in white letters on this blue background the 
the words “Use With Soap.” In black letters, on the orange base, 
between the diagonal and horizontal blue lines, are the words “For 
washing and bluing clothes 10c.” 

Immediately below the diagonal line and placed in a diagonal 
direction, on the orange base, are the words “Soap’s Best Pal” in 
small white capital letters, and below this, on the orange base and 
placed horizontally in black letters, and in three lines, are the words 
“Less soap—Less rubbing—Makes Hard Water Soft.” At the 
bottom on the face of the package there is printed a blue ribbon, 
placed horizontally, three-eighths of an inch in width, and on this 


ribbon in white letters are the words “Blues As It Washes.” On 
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each end of the package appear the words “Chase-O—Use With 
Soap,” and on the back directions for use. On one side of the 
package is a direction, suggesting that for things to be washed in a 
bowl or basin “‘Chase-O”’ is to be used without soap. The adver 
tised uses of this product appear to be as a water softener and as a 
bluing. For cleaning clothes generally, it is to be used with soap, 
and such evidence as was produced on this subject conclusivels 
showed that it was generally so used. It is recommended on the 
package for use in other cleaning, such as floors, windows, sinks, 
tiling, toilets, ete. For these purposes, it is to be used without soap. 

It was shown that the shade of the basic orange or yellow color 
on some packages was darker or lighter than others, and suggestions 
were made that this was done to make the colors more nearly cor- 
respond to the colors of the “Chipso” package. A witness for de- 
fendant-counterclaimant explained this as being the fault of the 
printer. What was the actual fact, is, in my opinion, not important, 
as it has no bearing upon the decision of the real issues involved. 

A five-cent package is, or has been, at some times marketed by 
defendant-counterclaimant. This is a smaller package with white 
background, blue ribbon and white and blue letters. It is not im 
portant that this package should be particularly described. 

“Chipso” is marketed in two sizes of pasteboard or paper pack- 
age. The smaller size is seven and one-fourth inches high, five inches 
wide and two inches deep. It is many times the size of the 
“Chase-O” package, and, while the general colors are very much 
the same, the arrangement is entirely different. The base color on 
the face of the package is dark blue. A diagonal ribbon three and 
one-fourth inches wide is a light orange color, and imposed thereon 
in black letters, running perpendicularly, is the word “Chipso.”’ 
On some packages the word “flakes” in black letters is immediately 
below the word “Chipso” on the orange ribbon; on others in a 
similar position the word “granules,” and on some no designation. 
Below the ribbon, on the blue base, in white letters are the words 
“Quick Suds—rich and lasting—for soaking clothes clean—for 
dishes—for washing machine and boiler.”” On some of the packages 


the ribbon is a lemon color. 








PROCTER & GAMBLE CO. V. J. L. PRESCOTT CO. 461 


The larger package is nine inches high, six and one-half inches 
wide and three and one-fourth inches deep. The style of coloring 
is similar. In some instances the ribbon is deep orange or light red 
in color. The words imposed upon the face of the package, and the 
arrangement thereof are the same. The package advertises the 
product “for all cleaning,” but, essentially, the fact that it makes 
“Quick Suds” is emphasized. There is no suggestion on the pack- 
age or in the testimony that ““Chipso” cleans in any other manner 
than as a soap characterized by quick suds. 

Doctor Sadtler, testifying as to analysis of “Chase-O,” stated 
that the contents of the smaller package described herein as the 
one with the white base color, is a mixture of water softening sub- 
stance. He further testified that it was composed of phosphates cal- 
culated to tri-sodium phosphate 10.16 percent; phosphates calculated 
to di-sodium phosphate 8.80 percent, and alkali calculated to sodium 
carbonate 55.87 percent; blue coloring and water crystallization by 
difference 33.97 percent. This was in excess of 100 percent, but 
was explained later by the witness that the phosphates contained 


some water. 


He further testified that the larger orange package contained 


tri-sodium or sodium phosphate calculated to tri-sodium phosphate 
12.38 percent, sodium carbonate anhydrous 72.54 percent and water 
crystallization by difference 15.08 percent. 


“Chipso” was analyzed as follows: Moisture 2.50 percent, 
anhydrous soap 92.00 percent, alcohol insoluble 6.19 percent. 

The witness describing the two products testified that ‘““Chase-O” 
is a mixture of a little soap with the greater proportion, or the pre- 
dominant proportion, of water softening agents, and that “Chipso”’ 
is predominantly soap with a minor proportion of water softening 
agents. 

While he testified that about the same results would be obtained 
by using ““Chase-O” with soap as directed, as would be obtained by 
using “Chipso” alone, it is apparent that the descriptive qualities 
of the articles are entirely different; that one is a soap and the other 


a chemical cleaner. 
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Considerable testimony was introduced by both sides as to the 
experience of housewives in making purchases; grocers, wholesale 
and retail, in making sales, and hired canvassers in calling on stores 
and asking for “Chase-O” or “Chipso.”” Quite a campaign in a 
number of communities appears to have been engineered by both 
sides. The results are not very satisfactory by way of proofs. De- 
fendant-counterclaimant’s witnesses who canvassed, testified to 
some errors; so did witnesses of that character offered by plaintiff- 
respondent. Most of the testimony of this character proved nothing. 
Occasionally, according to witnesses for defendant-counterclaimant, 
the grocer would give ‘“Chipso” when “Chase-O” was ordered. The 
witnesses for plaintiff-respondent testified to large numbers of pur- 
chases of ““Chase-O”’ when “Chase-O” was requested, but this class 
of testimony, as a whole, is neither controlling nor of great influence. 

With a very small minimum of exception, no evidence was pro- 
duced tending to show that any reasonably intelligent purchasers 
were ever deceived or confused. 

The law as cited in this opinion as applied to the “Oxydol-Oxol’’ 
controversy, without re-statement, is also applicable to the relief 
prayed for in the counterclaim. 


I am convinced that there is no infringement or unfair competi- 


tion. 
I find as facts: 


(1) That the products “Chase-O” and “Chipso” are of different com- 
position and of different descriptive properties. 

(2) That the product “Chase-O” is a water softener, chemical bleach 
and bluing substance. 

(3) That the product “Chipso” is a soap, put up in such form as to 
produce quick suds, and cleanses by agitation in the manner of all soaps. 

(4) That the plaintiff-respondent did not wilfully adopt its trade-mark 
with an intention to engage in unfair competition with defendant-counter- 
claimant. 

(5) That no person of ordinary intelligence could be deceived or con- 
fused in making purchases, so that one product may be substituted for the 
other. This conclusion is based on the difference in appearance and the 
diverse descriptive properties. 

(6) That the testimony does not sustain the contention that there was 
or is actual confusion. 

(7) Defendant-counterclaimant has failed to prove any recoverable 
damages. 
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(8) The method of marketing precludes the conclusion that the pur- 
chasing public may arrive at a conclusion that “Chipso” sold by Procter 
& Gamble Company is actually the output of J. L. Prescott Company. 

(9) Unfair competition has not been proven by the defendant-counter- 
claimant. 


Conclusion of law 
Having found as a fact that there is no infringement and that no 
unfair competition has been established, the defendant is not en- 
titled to the relief prayed for in its counterclaim. 


The counterclaim will be dismissed. 


Puitap Co. and Reauistic PERMANENT Wave MaAcuINE Co. v. 


FLORENCE Frey, doing business as FLorence Frey Stvptios 
United States District Court, Southern District of Ohio 


November 7, 1935 


Unrarr Competition—‘REAistic’—SeconpARyY MEANING. 

The word “Realistic” held to have acquired a secondary meaning as 
distinguishing plaintiff's goods. Defendant, therefore, when using the 
word in a descriptive sense in connection with hairwaving was ordered 
to indicate that its hairwaving was not effected by the use of plaintiff's 
patent or appliances made by plaintiff. 


In equity. Action for alleged unfair competition and trade- 
mark and patent infringement. Bill dismissed as to trade-mark 


infringement. Injunction issued as to unfair competition.’ 


Walter W. Schwab, of Cincinnati, Ohio, Morris Kirschstein, of 
New York City, and 7. Paul Titus, of Cleveland, Ohio, for 
plaintiffs. 

Carl W. Frey, of Cincinnati, Ohio, and Maurice S. Cayne, of 
Chicago, Ill., for defendant. 


Nevin, D. J.: This is a suit under the Patent Laws of the 
United States. At the time the bill of complaint was filed, plaintiff, 
The Philad Company, was a corporation organized and existing un- 
der the laws of the State of Ohio. On or about December 24, 1934, 
the Ohio corporation transferred all of its assets, including the 


1 Note——That portion of the decision relating to the patent is here 
omitted.—Eb. 
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patent in suit, to the Philad Company, a corporation of the State of 
Delaware, and on March 5, 1935, an order was entered in this cause 
substituting The Philad Company of Delaware as party plaintiff 
for The Philad Company of Ohio. The plaintiff, The Realistic 
Permanent Wave Machine Company, is a corporation under the 
laws of the State of Ohio. It is a licensee under the patent in suit 
and manufactures various equipment, accessories and supplies for 
practicing the method of Croquignole Waving covered by the patent 
in suit. Since the commencement of this suit, the defendant, Flor- 
ence Frey, caused her business to be incoroprated under the laws of 
the State of Ohio, under the name of Florence Frey, Inc. 

The bill of complaint also charges defendant with trade-mark in- 
fringement and unfair competition. The cause of action for trade- 
mark infringement and unfair competition is based upon ownership 


of the trade-mark and trade-name “Realistic” as applied to equip- 






















ment, accessories and supplies used in practicing the hair waving 
process of the patent in suit, and upon the alleged good-will estab- 
lished in the trade-mark and trade-name in connection with plain- 
tiff’s business in said devices; also upon the association in the trade 
and public mind of the word “Realistic” with the permanent waves 
of the so-called Croquignole type given with the Realistic equipment, 
accessories and supplies. Based upon the allegations of the Bill, 
plaintiffs pray for an injunction, both temporary and permanent, 
for an accounting, and for treble damages for alleged wilful, unjust 
and unfair infringement by the defendant. 

On April 7, 1933, defendant filed an answer denying infringe- 
ment and denying the validity of the claims of Reissue Patent 
No. 17,393, denying further any trade-mark infringement or unfair 
competition. 












Trade-Mark Infringement 


On January 14, 1926, Josef Mayer, a citizen of Czechoslovakia, 
applied to the Patent Office of the United States for the registration, 


in accordance with the Act of February 20, 1905, as amended, of 









the word “Realistic” as a trade-mark, stating that this trade-mark 


had been registered on December 16, 1924, in Czechoslovakia, and 
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that it had been continuously used and applied to the goods in ap- 
plicant’s business since December 1, 1924, and that “The trade- 
mark is usually applied or affixed to the goods, or to the packages 
containing the same, by means of labels having the mark printed 
thereon, or by stamping such trade-mark into the material.” 

When Mr. Kietz obtained the agency for the United States from 
Mayer, he was also given the right to use the trade-mark “Realistic’’ 
in connection with machines, accessories and supplies. 

On October 20, 1931, Mayer assigned and transferred all his 
right, title and interest in and to this trade-mark and the registra- 
tion thereof, together with the good-will of the business in connec- 
tion with which the trade-mark was used, to The Realistic Perma- 
nent Wave Machine Company of Ohio. Subsequently, The Realis- 
tic Permanent Wave Machine Company obtained several United 
States trade-mark registrations of the word “Realistic.” 

Defendant’s claim is that “Realistic” is a descriptive word; that 
it merely describes a quality and appearance of the wave and that 
the trade-mark registrations relied on, therefore, are invalid. De- 
fendant further urges that the business of defendant is not the busi- 
ness of manufacturing or selling articles of commerce, but merely 
that of rendering a service, and that therefore defendant cannot 
infringe upon a trade-mark which defendant claims must be ap- 
plied to an article of commerce in order to be valid. 

The court does not deem it necessary, in view of its conclusion 
as to this branch of the case, to discuss the latter claim in connection 
with trade-mark infringement. 


Plaintiffs urge that the word “Realistic” is not descriptive, and 


that the evidence in this case shows that the name “‘Realistic’’ means 


a Croquignole wave given by the original and only process that was 
ever practically used for the purpose, namely the patented process 
and with machines, accessories and supplies manufactured by the 
Realistic Company. 

The court cannot agree with the claim advanced by counsel for 
plaintiffs (Brief P. 90) “that Croquignole waving was identified 


with the name ‘Realistic,’ and for a time Croquignole meant Real- 
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istic and Realistic meant Croquignole.” As stated by the Court of 
Appeals in the Herold Bros. Company case (61 F. [2d] 433, at P. 
+35), “Croquignole waving was old in the art of wig making, and 
was disclosed in numerous patents dealing with the waving of hair 
upon the human head.” . . . The evidence does not disclose any 
substantial basis for a claim that “Realistic” was understood as or 
meant Croquignole waving. In its opinion, just referred to, the 
Court of Appeals state that, at most, all that Mayer could claim is 
that his patent “disclosed merely an improvement in the art of 
Croquignole waving,” and so at most “Realistic’’ could never have 
meant more (if that) than such an improvement. 

The court is of the opinion that the word or name “Realistic” 
is substantially descriptive, and that the trade-mark registrations 
relied upon are valid. Vogue Co. v. Vogue Hat Co., 6 F. (2d) 
875-876 [15 T.-M. Rep. 242]. 

In Bliss, etc. Co. v. Aileen Mills, Inc., 25 F. (2d) 370 (C. C. A. 
4) [18 T.-M. Rep. 334] at P. 371, the court says: “The difficulty 
with the plaintiffs’ case is that the word ‘Ripplette,’ although some- 
what arbitrary in spelling, is neverthless so descriptive of the ap- 
pearance of the goods as to be incapable of appropriation as a valid 
trade-mark, either under the Federal Trade-Mark Act, 33 Stat. 725 
(15 U. S. C. A. § 85), or at common law.”’ Certainly the case at 
bar is much stronger in favor of defendant’s position than the one 
just cited. 

In Mirrorlike Mfg. Co. v. Devoe, etc. Co., 3 F. (2d) 846 (affirmed 
3 F. [2d] 847) [18 T.-M. Rep. 425], the court says: ‘“Mirrorlike 
is more than suggestive; it is in my judgment ‘merely descriptive.’ 
Therefore under the statute it is bad.” 

To the same effect see Sleight Metallic Ink Co. v. Marks, 52 F. 
(2d) 664. Wagner’s Sons Co. v. Orange Snap Co., 18 F. (2d) 554 
(C. C. A. 5) [17 T.-M. Rep. 205]. Black Bros. Flour Mills v. 
Dennie, 26 F. (2d) 1011 [18 T.-M. Rep. 461]. Wornova Mfg. Co. 
v. McCawley Co., 11 F. (2d) 465 (C. C. A. 2) [16 T.-M. Rep. 371]. 

Adopting the language of the court in the Mirrorlike case, above 
referred to, it is the judgment of this court that the word “Realistic” 
is “merely descriptive” and therefore, under the statute, bad. 
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Unfair Competition 


Plaintiffs claim that even if the word “Realistic” is merely 
descriptive and the trade-mark invalid, nevertheless plaintiffs are 
entitled to relief against unfair competition under the facts and cir- 
cumstances in this case; that the process which is the subject-matter 
of the patent in suit is known by the public generally as “Realistic,” 
and that it is so known and identified by the trade; that the law of 
unfair competition is much broader than that of technical trade-mark 
infringement. Plaintiffs submit that if the effect of defendant’s act 
is to palm off or cause to be palmed off its goods as that of plaintiffs’ 
goods, or to deceive the public into the belief that defendant's busi- 
ness is that of plaintiffs’ business, or that defendant is in some way 
connected with plaintiffs, the court should take proper steps to 
prevent any fraud or likely fraud upon the public as well as upon the 
plaintiffs. Fuller v. Huff, 104 Fed. 141 (C. C. A. 2). 

The proof shows that the process covered by the patent in suit 
is known both by the public generally and by the trade as Realistic. 
[t is true also, as claimed by plaintiffs, that the word “Realistic” is 


the dominant feature of the corporate title of the plaintiff, The 


Realistic Permanent Wave Machine Company. The evidence clearly 


shows that due to its advertising, not only by way of newspapers, 
magazines and trade journals, but by the employment of a large 
number of demonstrators and salesmen, the name “Realistic” as 
counsel state, maintains the status “‘as denoting and being asso- 
ciated in the public mind with a Croquignole wave given with Real- 
istic machines, Realistic protector clamps, Realistic heaters, Realis- 
tic tripads, and Realistic solution’ —articles manufactured and sold 
by the Realistic Permanent Wave Machine Company. To the 
extent indicated, the name or word “Realistic’’ has acquired a 
secondary meaning. 

To the extent that defendant attempts to or does palm off any 
such or kindred articles or devices as the product of the plaintiff, 
The Realistic Permanent Wave Machine Company, when such 
articles or devices are not truth and in fact the product of said com- 


pany, or attempts in any manner, either by use of the process covered 
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by the patent in suit, or otherwise, to indicate that defendant’s busi- 
ness is connected with plaintiff's, if in truth and in fact it is not, 
defendant is guilty of unfair competition, and to that extent plain- 
tiffs are entitled to an injunction preventing such unfair competi- 
tion. Defendant has the legal right to use the word ‘Realistic’ 
provided always it is used in a descriptive sense; if used in any 
manner other than in a descriptive sense, its use must always be 
accompanied by some suitable designation or legend clearly indicat- 
ing that it is not being used by defendant, and that defendant does 
not mean to imply that defendant (unless it be true), in giving a 
wave is doing so by the process which is the subject-matter of the 
patent in suit, or with the appliances, devices and/or solutions manu- 
factured and sold by The Realistic Permanent Wave Machine Com- 
pany. Nor should pads or other devices be made (or, if made by 
others, used) by defendant in similitude of those manufactured and 
sold by The Realistic Permanent Wave Machine Company, if the 
word “Realistic” is used in connection therewith or thereon, unless 
it is clearly indicated by suitable designation that such pads or 
devices are not the product of The Realistic Permanent Wave 
Machine Company, nor held out as such. Elgin Watch Co. v. 
Illinois Watch Co., 179 U.S. 665, 673-674. 

The qualifying words which the record shows in case were used 
by defendant as such a designation or legend are not, in the opinion 
of the court, in the light of all of the evidence, sufficient to prevent 
that “palming off’ which the law endeavors to prevent. “In the 
instance of a lawfully registered trade-mark, the fact of its use by 
another creates a cause of action. In the instance of the use in bad 
faith of a sign not in itself susceptible of being a valid trade-mark 
but so employed as to have acquired a secondary meaning, the whole 
matter lies in pais.” Elgin Watch Co. v. Illinois Watch Co., supra 
(p. 677). 

In Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 (C. C. A. 
6) [15 T.-M. Rep. 1], the court says: 


For the purpose of this opinion, but without intimating a decision, we 
assume that relief could not be given under the law of technical trade- 
marks. ... We come, then, to what is called “unfair competition.” This is 
nothing but a convenient name for the doctrine that no one should be allowed 
to sell his goods as those of another. 
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In Howe Scale Co. v. Wyckoff, etc., 198 U. S. 118, at page 140, 
the court says: 


The essence of the wrong in unfair competition consists in the sale of the 
goods of one manufacturer or vendor for those of another... . 


While in the instant case it is claimed on behalf of defendant, 
as hereinbefore set out, that defendant is not in the business of manu- 
facturing or selling articles of commerce, but merely rendering a 
service, we think this is immaterial in considering the question of 
unfair competition. Vogue Co. v. Thompson-Hudson Co., supra. 

Summarizing, it is the view of the court that plaintiffs are entitled 
to an injunction because of patent infringement and, in connection 
therewith and for the other reasons stated (to the extent indicated ) 
an injunction to prevent unfair competition. The court is further 
of the opinion that plaintiffs are not entitled to treble damages as 
prayed for; nor are plaintiffs entitled to any profits or damages on 
account of unfair competition up to this time. The relief granted 
plaintiffs will be the issue of the injunctions referred to, and ac- 
counting for patent infringement and the recovery of their costs. 
Vogue Co. v. Thompson-Hudson Co., supra. Pp. 512-513. 


Based upon all the foregoing, the court makes the following: 


Findings of Fact 
Trade-Mark Infringement 


On January 14, 1926, Josef Mayer applied to the United States 
Patent Office for the use of the word “Realistic” as a trade-mark. 
It was registered as such July 13, 1926, and at the time Mr. Kietz 
obtained from Mayer the agency to use his process and sell his de- 
vices in the United States, he also obtained the right to use the 
trade-mark “Realistic.” 


Subsequently, Mayer transferred all of his rights in this trade- 


mark to The Realistic Permanent Wave Machine Company of Ohio, 
which company is the owner of the following United States Trade- 
Mark registrations for the word “Realistic,” to-wit: No. 215,301; 
No. 249,987; No. 293,386; No. 294,060. 
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The word “Realistic” is substantially descriptive in that it 
describes a quality of a wave or the appearance thereof. 































A Realistic permanent wave is one that is not only permanent 
(so-called), but one which has the appearance of being real or as 
produced by nature. Realistic, in the sense that it is here used, 
means natural in appearance. 


Unfair Competition 





The word “Realistic” is the dominant feature of the corporate 
title of the plaintiff, The Realistic Permanent Wave Machine Com- 
pany. 

Due to advertising and other methods of publicity, the name 
“Realistic” has become associated in the public mind with a Cro- 
quignole wave given by the process which is the subject-matter of 
the patent in suit (owned by plaintiff Philad Company) with ma- 
chines, accessories and supplies, including clamps, heaters, tripads 
and solution manufactured and sold by plaintiff, The Realistic 
Permanent Wave Machine Company. 

For the same reasons as set out in the preceding paragraph the 
name “Realistic” has acquired the same meaning in the trade and 
among hair-dressers and to the patrons of beauty parlors generally. 

Patrons, desiring a Croquignole wave given in accordance with 
the process of the patent in suit and with the accessories and sup- 
plies of plaintiff, The Realistic Permanent Wave Machine Company, 
call for a “Realistic” wave. 


Conclusions of Law 


Trade-Mark Infringement 


Trade-mark registrations Nos. 215,801, 249,987, 293,886 and 
294,060 are not good and valid in law. 

“Realistic” is a descriptive word and does not constitute a good 
and valid trade-mark. 
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Unfair Competition 


Defendant has been guilty of unfair competition with plaintiffs 
by wrongful use of the word “Realistic” in connection with adver- 
tising, offering for sale and giving of Croquignole permanent hair 
waves, and in using in connection therewith accessories, devices, 
solutions and hair waving pads not originating from plaintiff, The 
Realistic Permanent Wave Machine Company. 

Plaintiffs are entitled, as against the defendant, to a permanent 
injunction, restraining her, her agents, servants, employees and 
workmen from committing any acts of unfair competition to the ex- 
tent and including the provisions indicated by the court in its deci- 
sion, hereinabove set forth, and of which these conclusions of law 


are a part. 


Plaintiffs are not entitled to treble damages on account of patent 


infringement, nor to any profits or damages on account of unfair 
competition. 

Plaintiffs are entitled to recover their costs. 

An order may be drawn in accordance with the views of the 
court as herein expressed. 


Lion Brewery oF New York City v. THE Lion, INc., also known 


as Lion Brewery, of Wilkes-Barre, Pennsylvania 
United States District Court, Middle District of Pennsylvania 


June 17, 1936 


Trape-Marks anpd Unrair CompPETITION—INFRINGEMENT—Sv1Ts—INTER- 
ROGATORIES. 

In an action for alleged unfair competition and infringement of 
plaintiff's trade-mark, where defendant filed an answer and set up a 
counterclaim and plaintiff filed interrogatories alleged to be in support 
of its affirmative defense of abandonment of defendant’s trade-mark, 
which interrogatories were objected to by defendant on various grounds, 
held that the fact that the interrogatories also relate to matters material 
to the cause of the interrogated party will not defeat the right of dis- 
covery. 
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In equity. Action for alleged unfair competition and trade-mark 
infringement. On defendant’s objections to interrogatories pro- 


pounded by plaintiff under Equity Rule 58. 


O’Malley, Hill, Harris § Harris, of Scranton, Pa., Coudert 
Brothers, and Hoguet, Neary & Campbell, both of New York 
City, for plaintiff. 

Nathaniel Jacobs, of Wilkes-Barre, Pa., and J. Julius Levy, 

and D. J. Watson, of Scranton, Pa., for defendant. 





Watson, D. J.: This case is before the court on objections to 
interrogatories propounded by the plaintiff under Equity Rule 58. 

The plaintiff filed a bill in equity seeking to enjoin the defendant 
from alleged unfair competition and infringement of plaintiff’s trade- 
mark. The plaintiff avers uninterrupted use of its trade-mark by 
itself and its predecessors since about 1870. The defendant filed 
an answer denying infringement and unfair competition and set 
up a counterclaim also alleging unfair competition and infringement 
of defendant’s trade-mark by plaintiffs. The defendant, in its 
counterclaim, avers uninterrupted use of its trade-mark by itself 
and its predecessors since 1911, except during the prohibition 
period, when the trade-mark labels were declared invalid; that 
since the plaintiff has never protested to the defendant’s long use 
of the trade-mark, the plaintiff is estopped from recovery and barred 
by laches. In its reply, the plaintiff denies it is barred from recovery 
by estoppel and laches and avers that defendant’s predecessor, 
Lion Brewing Company, was enjoined from selling beer during the 
prohibition period, went into receivership and ceased to do business 
in 1928, ten years before the organization of defendant, by reason 
of which the trade-marks of Lion Brewing Company were abandoned 
and the good-will attached to the business was dissipated long be- 
fore the organization of the defendant. 

The plaintiff filed interrogatories which it alleged to be in sup- 
port of their affirmative defense of abandonment of defendant's 
trade-mark, set forth in the reply. The defendant has objected 


to all of the interrogatories; some on the grounds that they seek 
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only the disclosure of evidence, are “fishing” in their nature, and 
merely seek to cross examine defendant’s officers, and relate to mat- 
ters not within the personal knowledge of its officers; others on the 
ground that the matters referred to are equally within the knowl- 
edge of both parties and are in fact set forth in detail in paragraph 
13 of plaintiff’s reply; others relating to documents on the ground 
that they are incompetent under Equity Rule 58. 

It nowhere appears that defendant has objected to the inter- 
rogatories on the ground that they do not seek facts or documents 
material to the support of plaintiff's defense set forth in its reply. 
All of the interrogatories appear to be in support of plaintiff's 
defense of abandonment of the trade-mark by the defendant, and, 
accordingly, the interrogatories are proper for that reason. The 
fact that the interrogatories also relate to matters material to the 
cause of the interrogated party will not defeat the right of discovery. 
J. H. Day Co. v. Mountain City Mill Co., et al., 225 Fed. 622. 

Interrogatories one to five, inclusive, seventeen, eighteen, nine- 
teen, twenty, twenty-three, twenty-four, twenty-five, twenty-six, 
twenty-seven, twenty-nine and thirty-two to thirty-eight, inclusive, 
are objected to because they are not within the personal knowledge 
of the corporate officers, are “‘fishing’’ in their nature and seek the 
disclosure of evidence. The information sought by these interroga- 
tories pertains to specific matters concerning the alleged predecessor 
of the defendant, referred to by defendant in its pleadings, and 
accordingly are not based on suspicion or surmise, and therefore 
are not “fishing” in their nature. The information sought is not 
evidentiary, but ultimate facts which will determine whether or not 
there was an abandonment of defendant’s trade-mark. If the in- 
formation is not within the personal knowledge of defendant’s 


the interrogatories must be answered. Kinney v. Rice, 288 Fed. 
144; The Best Foods, Inc. v. Hemphill Packing Co., 300 Fed. 642 
[15 T.-M. Rep. 208]; Foster, Federal Practice, 6th Ed., Vol. 2, 
p. 1756. 

Interrogatories six to thirteen inclusive, fifteen and sixteen are 
objected to because the information sought is set forth by plain- 
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tiff in paragraph thirteen of its reply. An examination of para- 
graph thirteen discloses that all of the information sought by these 
interrogatories pertains to public records, the source of which is 
within the knowledge of the plaintiff and the information in fact set 
forth in its own pleading. The information is as accessible to 
plaintiff as it is to the defendant. Under such circumstances, these 
interrogatories, including number fourteen, need not be answered. 
Wolcott v. National Electric Signaling Co., 235 Fed. 224, 227. 
Windam Glass Mach. Co., et al. v. Brookville Glass & Tile Co., 
229 Fed. 833, 836. 

Interrogatories fourteen, twenty-one, twenty-two, twenty-eight, 
thirty, and thirty-one are objected to because Equity Rule 58 does 
not provide for a motion to obtain admissions relating to documents. 
The defendant has not objected to the materiality of these docu- 
ments. Under Equity Rule 58, one party, by interrogating the 
other, may seek an admission that the latter has documents material 
to the issue and in support of the former’s cause. If the admission 
is made, an order to produce the documents may be made. Dizie 
Drinking Cup v. Paper Utilities Co., 5 F. (2d) 322; Pressed Steel 
Car Co. v. Union Pacific, 241 Fed. 964. 

Now, June 17, 1936, the rule to show cause granted April 29, 
1935 as to interrogatories one to five inclusive, and as to seventeen 
to thirty-eight inclusive, is made absolute, and as to interrogatories 
six to sixteen inclusive, said rule to show cause is discharged; and 


it is ordered that the defendant answer all of the interrogatories 


propounded by the plaintiff, except interrogatories six to sixteen 
inclusive. 
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WintuHrop CuHemicat Company, INc. v. BLACKMAN 
New York Supreme Court, Special Term 
April 26, 1936 


Trape-MarKks—INFRINGEMENT Surrs—Damaces. 

In equity, exemplary damages are never awarded in infringement 
cases, compensatory damages being the rule, regardless of the extent 
of defendant’s wrong-doing. 

[rapE-Marks—INFRINGEMENT—SUITS—ALLOWANCES ON AWARD. 

Under the law of the State of New York, no allowance can be made 
for counsel fees incurred in the litigation. 

In equity. Action for trade-mark infringement. On motion to 
modify referee’s report. Denied. For decision below, see 26 T.-M. 
Rep. 148. 


In granting a permanent injunction this court has directed that 
the defendants account for all the profits which had accrued to them 
as a result of their infringement of the plaintiff's trade-marks. The 
accounting was had before a referee and this motion involves the con- 
firmation of his report. 

The plaintiff moves to modify the referee's report so that it be 
allowed as part of its damages the counsel fees incurred in the 
prosecution of this litigation. The referee has disallowed this claim 
and that decision seems to be in accord with the law of this state. 
It has been held that fees of counsel in conducting or defending 
litigation are not recoverable by either party in the action (Avalon 
Const. Corp’n v. Kirch Holding Co., Inc., 256 N. Y. 187, 145). 
This seems to be the universal rule (Sedgwick on Damages, 9th ed., 
vol. 1, sec. 229 at 463; 63 C. J. 578; 17 C. J. 805). In the New 
York Law of Damages by Clark, vol. 1, sec. 361 is devoted to “In- 
fringement of Patents, Copyrights and Trade-Marks and Unfair 
Competition.” At page 612 it appears: “As in other cases the 
expenses of obtaining the injunction to restrain the infringement are 
not recoverable as damages for the infringement.” This author 


gives Burnett v. Phalon (12 Abb. Pr. 186, 188): 


The other and only remaining exception arises upon the refusal of the 
referee to allow the question, “What expenses have you necessarily incurred 
for counsel fees in obtaining the injunction?” It is difficult to see upon 
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what principle the expenses attending the obtaining of an injunction could 
be embraced within the range of damages for the infringement of the rights 
of plaintiffs. The injunction must have been sought for and granted in 
furtherance and pursuit of protection of the rights of the plaintiff and to 
prevent the continuance of the acts of the defendant. 

The plaintiff cites several cases where it appears that counsel 
fees in patent infringement and trade-mark cases have been allowed, 
by including them in the treble damages which are allowed by statute 
(Kreutler-Arnold Hinge Last Co. v. Leman, 24 Fed. (2d) 423; 
National Folding Box & Paper Co. v. Elsas, C. C. N. Y., 81 Fed. 
197, affirmed (2d) Circuit, 86 Fed. 917). These cases were ap- 
parently an attempt to give indirectly that which could not be 
given directly. A penalty statute was made the vehicle of granting 
compensation for legal expenses. In the first place, the weight of 
the authorities in the Federal Courts seems to be against these cases 
(New England Fibre Blanket Co. v. Portland Telegram Co., 61 
Fed. 2, 6481; Sutton v. Gulf Smokeless Coal Co., 77 Fed. 2, 439, 
at p. 441). 

It may be added that the cases relied on by the plaintiff have no 
application here for the additional reason that this action has 
been brought in equity and the right to relief for infringements of 
trade-marks exists independent of and is not affected by the federal 
statute (Clark New York Law of Damages, vol. 1, sec. 361, at p. 
609; Oneida Community Limited v. Oneida Game Trap Company, 
Inc., 168 A. D. 769) [5 T.-M. Rep. 316]. The treble damages 
permitted under the federal statutes are in the nature of exemplary 
damages, and “in equity exemplary (vindictive or punitive) damages 
will never be awarded or decreed.” Paul on Trade-Marks (sec. 
326, at p. 568), citing the authorities in the footnotes: “But the 
function of a court of equity goes no further than to award as 


incidental to other relief, or in lieu thereof, compensatory damages. 


It has no authority to assess exemplary damages” (United States v. 
Berard, 202 F. 728, 732). The contention of the plaintiff is over- 
ruled. No action on the part of the defendant, no matter how 
fraudulent or wrong it may be, can give a court of equity the right 
to grant such damages. 
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The defendant objects to the report of the referee, because it 
excludes some “indirect costs’’ in computing the profits, and objec- 
tion is also made to an allowance of $5,000 as counsel fees upon the 
reference and to the amount allowed for accountant’s services. 
These indirect costs represent a pro-rated share of the general ex- 
penses which shall be added to the direct costs of the infringed arti- 
cles. In determining this point the court has considered the au- 
thorities cited, among which are Socioté Anonyme v. Westetrn Dis- 
tilling Co. (46 F. 921, 922) ; Regis v. Jaynes § Co. (191 Mass. 245, 
252); Nelson v. Winchell Co. (208 Mass. 75, 91). These cases 
hold in substance that a party guilty of a wrong should receive no 
benefit from it, and hence he should not be permitted to deduct any 
portion of the general expenses of the business where no extra 
expense has been incurred because of the unlawful venture. How- 
ever, the rule in this state is different (Cutter v. Gudebrod Bros. Co., 
191 N. Y. 252, 254). The learned referee has adopted the correct 
rule. The burden of producing proof to obtain the benefit of such 
indirect costs was upon the defendants. Nothing may be presumed 
in favor of the wrongdoers in this case. The logic of the referee is 
unassailable. He is sustained with reference to the indirect costs. 

The objection to the amount allowed for counsel fees presents 
an unusual or perhaps an unheard of situation. When testimony 
was about to be produced concerning their value (quoting from the 
affidavit of Mr. Haar, who argued for the defendants) the following 
occurred: ““Thereupon, in an informal discussion, it was agreed 
that Mr. Boehm would merely state the time consumed by himself 
and his various assistants, and Mr. Boehm’s opinion of the value of 
his services, and we would leave it to the referee to decide the amount 
of compensation to which he would be entitled based on the referee's 
observation and knowledge of the work that Mr. Boehm had done 
on the hearings.” Although the attorney for the defendant made 
this agreement he claims to have retained the mental reservation that 
he could question the amount of the fees. Doubtless this is true if 
he had a basis such as fraud or grossly excessive fees. Here we 


have no such things. The matter was left squarely with the referee 
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without cross-examination or counterproof of any kind. He has 
given his judgment and no sound reason is advanced on this record 
to substitute for it the judgment of another. The allowance for the 
accountant’s services is reasonable and is sustained for the reason 
set forth in the referee’s opinion. 

The report of the referee is confirmed without modification, and 
judgment will be so decreed. Settle judgment accordingly. 


Beacon MaGazines, Inc. v. Poputar Pus.ications, INc. 
New York Supreme Court, Appellate Division, First Department 
June 23, 1936 


Unrarr CompetTimion—Use or Siminar MaGazine Titte—“G-Men”—DE- 
SCRIPTIVE TERM. 
The designation “G-Men” held descriptive, as having a popular 
source, and, therefore, not eligible for exclusive appropriation as a 
trade-mark. 


Unrarr Competition—“Ace-G-Man” IN MaGazine TitteE—Form™ or Decree. 

In the case at issue, defendant was enjoined from using the designa- 

tion “Ace-G-Man” in the title of its magazine in any form resembling 
plaintiff's magazine title. 

In equity. Action for unfair competition in the use of a maga- 

zine title. Appeal from an order of the Supreme Court, New York 


County, granting a preliminary injunction. Modified and affirmed. 


Edwin J. Harragan, of counsel (Swiger, King § Chambers), all 
of New York City, for appellant. 

I. Maurice Wormser, of counsel (Robert A. Pines with him on 
the brief), all of New York City, for respondent. 


Present: Martin, P. J.; McAvoy, O’Matiey, TowNnLey and 
GLENNON, J. J. 


Per Curiam: The plaintiff has not shown any exclusive right to 
the use of the title “G-Men.” The plaintiff did not create or ‘“‘coin’’ 
the appellation. So far as appears, it had a popular source from the 
activities of federal investigators in their nation-wide effort to sup- 
press crime. The plaintiff, therefore, has no property right to the 
sole use of the phrase. 
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SMITH CO. 


The order should, therefore, be modified so as to restrict the use 
of ““Ace-G-Man”’ in the title of the defendant’s magazine to uses as 
will not imitate in appearance, form or print, the design now used 
in the title of plaintiff's magazine, and as so modified is affirmed, 


without costs. 


Martin, P. J. (dissenting): Where such a deliberate and unfair 
attempt to appropriate the property of another is established, the 
court should fully protect the injured party and should hesitate to 
grant any relief to the wrongdoer which would in any manner enable 
him to benefit by his wrongful act to the detriment of the injured 

' party. 
The order should, therefore, be affirmed in its entirety. 


GLENNON, J., concurs. 





Martin H. SmitH Company v. AMERICAN PHARMACEUTICAL Co., 


INC., ET AL. 
New York Court of Appeals 
March 3, 1936 


Unram Competirion—Use or Simmar Trape-Marks ann CoNnTAINERS— 
““Eroo-A prot” — A ppEAL—REVERSAL. 

Plaintiff had used since 1900 the name “Ergo-Apiol” as a trade- 
mark for a pharmaceutical preparation, which it sold in yellow tin 
boxes, of twenty capsules each, arranged in a nest inlay. Defendants, 
since 1926, sold capsules of ergot and apiol, at first marketing same in 
a square cardboard box containing twenty-four capsules. In 1932, how- 
ever, they changed the name of their product to “Ergot-Apiol” and the 
container from a square cardboard box to one of yellow tin; also their 
former criss-cross inlay to a nest inlay, nearly identical with that used 
by plaintiff. It was also shown that defendants’ selling agent wrote 
upon their printed price list “Ergot-Apiol capsules, similar boxes to 
Smith’s.” Defendants held guilty of unfair competition, and the judg- 
ment of the lower court dismissing the complaint was reversed. 








In equity. Action for unfair competition. Appeal from a judg- 
ment of the Appellate Division, First Department, dismissing the 
complaint. Reversed. 


George Gordon Battle, of New York City, for appellant. 
Louis D. Frohlich, of New York City, for respondents. 
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Per Curiam: In this action to enjoin defendants from using 
the word “Ergot-Apiol” in advertising and selling their product, 
the following facts have been found: 

During the year 1900 plaintiff obtained a trade-mark registra 
tion for its preparation under the name “Ergo-Apiol’’ and has since 
used that designation. The principal ingredients are ergot and apiol. 
Many other manufacturers prior to and subsequent to the year 1900 
have sold preparations having the same principal ingredients under 
the names “Ergot-Apiol Compound,” “Ergot & Apiol Com.,” “Ergot 
and Apiol Comp.,” “Apiol and Ergotin Compound,’ “Apiol and 
Ergotin,’ “Ergot and Apiol, 


9? 66 


Ergot and Apiol Capsules,” “‘Apiol 
and Ergot” and “Ergot-Apiol capsules.”” Since the year 1926 
defendants have sold capsules containing ergot and apiol, and in 
the year 1927 placed upon the market a square cardboard box con- 
taining twenty-four capsules and sold its preparation under the 
designation “Ergot and Apiol Compound.” In June, 1932, de 
fendants changed the name of their product and the method of 
packing. They changed the name from “Ergot and Apiol Com- 
pound” to “Ergot-Apiol,” and the receptacle, upon which the new 
name is printed, from a square cardboard box to a yellow tin box 
encased in cellophane. In addition to these findings, the undisputed 
proof is that the contents of defendants’ package were reduced from 
twenty-four capsules to twenty capsules, the new tin box, instead 
of colored cream and brown, was very similar in color to plaintiff's 
yellow tin box, and, although differing slightly in detail, was sub 
stantially the same size and shape. Defendants changed the manner 
of packing from a criss-cross inlay to a nest inlay, nearly, if not 
quite, identical to the one used by plaintiff. The result of these 
changes is that the new name of defendants’ product bears an extra- 
ordinary similarity to the name of plaintiff's product and that de- 
fendants’ new package closely resembles plaintiff's package while 
the old name of their preparation was readily distinguishable from 
plaintiff's and that defendants’ old package was entirely different 
and distinct from plaintiff’s. There is also proof that defendants’ 


selling agent wrote upon their printed price list ““Ergot-Apiol cap- 
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sules. Similar Packages to Smith’s” and delivered it to a druggist. 
In two hundred and seventy-eight visits to drug stores where plain- 
tiff’s witnesses asked for ‘““Ergo-Apiol,’ the salesmen in forty-two 
instances delivered defendant’s product, “Ergot-Apiol.”’ 

The courts below have found as facts that defendant corporation 
has not at any time adopted or used a package similar to plaintiff's 
package, and that defendants have not committed any acts for the 
purpose of misleading or deceiving the public into believing that 
defendant corporation’s product is the plaintiff's product, nor is the 
defendant corporation’s package calculated to cause such deception, 
nor has the public been misled or deceived as the result of any acts 
of the defendant corporation. We think that there is no evidence to 
support such findings, but that on the contrary the evidence leads 
inevitably to the opposite result. 

The judgments should, therefore, be reversed and judgment 
directed for the plaintiff as demanded in the complaint, with costs 
in all courts. 


All concur. 


Tue PepsopENT CoMpaANy v. CoMrort MANUFACTURING COMPANY 
United States Court of Customs and Patent Appeals 


Opposition No. 12,892 
June 8, 1936 


Trape-Marxs—OpposiTioN— Priority. 

Although the evidence adduced to prove that appellant’s use of its 
mark antedated appellee’s use of its mark was conflicting, the fact that 
one of appellee’s witnesses referred to certain advertisements of appel- 
lant featuring its trade-mark as far back as 1917, held to prove appel- 
lant’s use prior to that of appellee’s, which dated only from 1931. 

TrapE-Marks—OpposiTioN—"“PEPsODENT” AND “PEARLEDENT’—CONFLICTING 
Marks. 

The word “Pearledent” held to be confusingly similar to “Pepsodent,” 

both marks being used on dentifrices. 


On appeal from a decision of the Commissioner of Patents, af- 
firming a decision of the Examiner of Interferences dismissing a 
trade-mark opposition. Reversed. For the Commissioner's decision 
see 25 T.-M. Rep. 358. 
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Edward §. Rogers and Thomas L. Mead, both of Washington, 
D. C., for appellant. 


Howard S. Neiman, of New York City, for appellee. 












Buianp, J.: This is an opposition proceeding instituted in the 
United States Patent Office under the trade-mark act of 1905, as 
amended. The appellant, opposer, alleged in its notice of opposi- 
tion that it and its predecessor, since May 6, 1915, have continuously 
used as a trade-mark for dentifrices the word “Pepsodent,” and that 
it was the owner of the mark “Pepsodent” which was registered in 
the United States Patent Office on May 10, 1932; that the said 
registration covered dentifrices and antiseptics and that since Octo 
ber 23, 1929, the opposer has continuously used the trade-mark 
‘““Pepsodent” on antiseptics. 

The appellee—applicant—Comfort Manufacturing Company, in 
its answer to the notice of opposition denied most of the allegations 
in the notice of opposition, including the statements therein con- 
tained that appellant had used its mark as alleged and that it was 
the owner thereof. 

Appellant has here appealed from the decision of the Commis- 
sioner of Patents, which reversed the decision of the Examiner of 
Interferences, and dismissed appellant’s opposition, the Examiner 
of Interferences having sustained the opposition. 

In this court, the appellant states the sole issue in the case is 
whether or not the mark of the applicant “Pearledent” is confusingly 
similar to the appellant’s mark “‘Pepsodent,’ when used upon 
identical goods—dentrifrices. 

Appellee has alleged use of its mark “Pearledent” on dentifrices 
since June 23, 1931, and has proven a use not earlier than September, 
1931. Appellee’s contentions here are, first, that the marks are not 
confusingly similar; second, that the record shows more than fifty 
trade-marks for dentrifrices which involve the suffix “dent,” which 
means “tooth,” and that although both marks begin with “Pe” and 
are appromixately the same size and quite similar in style of type, 
one having nine and the other ten letters, they are not similar because 
the syllables “Pepso” and “Pearle” are wholly different in ap- 
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pearance, sound and meaning; third, that by reason of the great 
number of so-called “dent’’ marks registered and used on dentifrices, 
purchasers of toothpaste are careful purchasers, and that confusion 
under these circumstances is not likely; fourth, that the term 
‘“Pepso” signifies pepsin (although no pepsin is used in “Pepso- 
dent” toothpaste), and the term “Pearle” signifies whiteness and 
brilliancy, and that purchasers associating these characteristics with 
the articles would not be misled or confused as to their origin, and 
fifth, that while opposer took the testimony of two witnesses, in- 
timately associated with the Pepsodent Company, it has not proven, 
as was its duty, that it is the owner of the mark or that it used said 
mark on its goods prior to September, 1931, the date of appellee’s 
earliest use of its mark. 

As to the last contention, both tribunals found against appellee. 
The Commissioner commented on the somewhat uncertain character 
of opposer’s testimony, but stated that “the attorney for the ap- 
plicant company did not object to its insufficiency” during the taking 
of the testimony and that the same was received without objection 
and is uncontradicted and unimpeached, and pointed out that the 
testimony was given by the employee of the opposer company 
responsible for handling the trade-marks of the company. He stated 
that he was inclined to the view that the testimony should be given 
sufficient probative value to establish ownership. 

We have carefully examined the record and we agree with the 
tribunals below that the record affords ample proof to show prima 
facie that appellant was the owner of the mark “Pepsodent,” and 
used the same upon dentifrices in a trade-mark way prior to any 
date on which appellee claims to have used its mark. It would not 
be helpful to here quote and comment upon the various phases of 
the evidence which we think establish such use and ownership. It 
is sufficient to say that among the many different statements in the 
testimony which tend to prove the said use and ownership is the ad- 


mission of William Martin Lyon, secretary and treasurer of the 


Comfort Manufacturing Company, the appellee, that, at the time 


his company adopted its mark, he was aware of the fact that a den- 
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tifrice was being sold under the trade-mark ‘‘Pepsodent,” and that 
he had seen the cartons and tubes used by the Pepsodent Company 
bearing the term “‘Pepsodent,” and was familiar with the general 
design of the ““Pepsodent” trade-mark. Moreover, appellee brought 
out on cross examination of appellant’s witness Hoffman, certain 
advertising methods employed by the opposer Pepsodent Company 
since 1928. Furthermore, the record frequently makes reference to 
the opposer or the opposer’s business in connection with the sale of 
‘““Pepsodent”’ from the date of taking the testimony back as far as 
1917 and 1922, and on dates long prior to any time when appellee 
claims to have used its mark on similar goods. The record also 
shows that since August 19, 1929, the opposer, Pepsodent Company. 
has sponsored a radio program which program is called “Amos ‘n’ 
Andy.” 

Appellee in cross examining appellant’s witnesses emphasized 
the fact that the Pepsodent Company in its early advertisements 
represented its toothpaste as containing pepsin, a digestant of al- 
bumen, as a special film-removing toothpaste, and that later in its 
advertisements it stated that there was no longer pepsin in its tooth- 
paste. This last line of testimony was evidently intended to show 
the meaning which appellant had given the term “Pepso.” Ap- 
pellee then argues from these facts that the meaning of the terms 
“Pearle” and “‘Pepso” are wholly different. If it is admitted, as we 
think it is, that the opposer in advertising its ““Pepsodent’’ tooth- 
paste was explaining the meaning of the term ““Pepso” many years 
before appellee adopted its mark, it is not clear to us how appellee 
can deny that appellant has established a use of its mark prior to 
that of appellee. 

There is but one question left for decision: Are the marks con- 
fusingly similar when used upon identical goods? 

Appellee stresses the fact that “Pearle” and “Pepso’’ differ in 
appearance, sound, and meaning and that the term “dent” formed 
a portion of at least fifty trade-marks, registered prior to appel- 
lant’s registration, for use upon dentifrices, and that, since appellant 


filed its notice of opposition, there have been sold on the market at 
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least forty-five different “dent’’ trade-marked dentifrices. Appellee 
argues that appellant is not entitled to the sole use of the term “dent’’ 


or to prevent others from using it on the ground that confusion might 
result. 


We have frequently said that an applicant for the registration 


of a trade-mark does not strengthen his own case by pointing out a 
confusing similarity between trade-marks registered in the Patent 
Office which are not involved in applicant’s proceeding. It has 
always been the view of this court that an applicant’s right to the 
registration of a mark, which implies the exclusive right to use the 
same, is not enlarged or changed by a consideration of confusingly 
similar trade-marks which have been registered in the Patent Office. 
Appellee’s argument, in effect, amounts to a contention that since 
there is already confusion by reason of Patent Office registrations 
ind extensive use of the term “dent” in many marks, it should have 
the right to further add to the existing confusion. We do not think 
the registration statute was intended to promote such a condition as 
appellee, in effect, argues for. See Sharp & Dohme v. Parke, Davis 
§& Co., 17 C. C. P. A. (Patents) 842, 37 F. (2d) 960 [20 T.-M. 
Rep. 79]; American Fruit Growers, Inc. v. Michigan Fruit Grow- 
ers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. (2d) 696 [20 T.-M. 
Rep. 1385]; Trustees for Arch Preserver Shoe Patents v. James 
McCreery & Co., 18 C. C. P. A. (Patents) 1507, 49 F. (2d) 1068 
(21 T.-M. Rep. 374]. On this phase of the case, however, we wish 
to repeat here what we said in the last cited case: 

We are not unmindful of the fact that, in proceedings in courts of 
equity relating to unfair competition and trade-mark infringement cases, 
the courts take cognizance of the situations created by numerous uses of 
resembling marks on similar characters of merchandise and, in adjusting the 
equities, give consideration to such situations. But registration is controlled 


solely by the statute. Section 5 of the trade-mark registration act of 
February 20, 1905, provides that marks: 


-which so nearly resemble a registered or known trade-mark owned 
and in use by another and appropriated to merchandise of the same descrip- 
tive properties as to be likely to cause confusion or mistake in the mind of 
the public or to deceive purchasers shall not be registered. 

The fact that a proposed mark may simulate many marks does not 
lessen its resemblance to any one of these many, and, if it be similar to 
inother, in the sense of the law, the fact that it is also similar to several 
does not render it registrable. 
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As we understand appellee’s position, it is also to the effect that 
the registrations which it has placed in the record involving the term 
“dent” are properly in the record, and that they may be considered 
by this court on the question of whether or not, under such cir- 
cumstances, confusion might result to purchasers as to the origin of 
appellee’s ““Pearledent” product. It is suggested that with so many 
“dent” marks in the field, one desiring to purchase “Pepsodent’’ 
would be put on his guard and if he was desirous of obtaining op- 
poser’s goods and not the “dent” goods of another, he would 
naturally exercise care and caution in making his purchases and, 
therefore, under such circumstances, confusion, such as the statute 
seeks to prevent, would not be likely. 

While recognizing that the equity courts have made use of argu- 
ments somewhat similar, we know of no court decision involving an 
appeal from the action of the Patent Office relating to registration 
where consideration was given to this kind of testimony. While 
seems to be plausible to argue that some purchasers of so-called 
“dent”’ toothpaste would be likely to use more caution in making 
their purchases than most purchasers of goods of similar price and 
everyday use, it is also obvious that this would not apply to new 
purchasers of toothpaste who know nothing about the different 
kinds of goods sold under marks which have the so-called “dent”’ 
characteristics. We think the statute was designed to prevent con- 
fusion to purchasers generally and not to one particular class of pur- 
chasers. 

In Lambert Pharmacal Co. v. Bolton Chemical Corporation, 
219 Fed. 325 [5 T.-M. Rep. 38], the court spoke of “next year’s’’ 
customers and used the following language: 


. There is always a fringe of possible customers, next year’s for 
instance, with whom such opportunities are not to be disregarded, people 
who have heard vaguely the old name or seen it in advertisements and 
who fail to carry it with accuracy in their memory... . Among these con- 


fusion is eminently possible, and that possibility, if not a remote specula- 
tion, is quite enough. .. . 


In determining the probability of confusion arising from the con- 
current use of marks claimed to be confusingly similar, it has long 
been well established that the marks must be considered as a whole 
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and not dissected as appellee seeks todo. Estate of P. D. Beckwith, 
Inc. v. Commissioner of Patents, 252 U. S. 588, 545 [10 T.-M. 
Rep. 255]; Celotex Co. v. Millington, 18 C. C. P. A. (Patents) 1484, 
19 F. (2d) 1053 [21 T.-M. Rep. 402]; Apex Electrical Mfg. Co. 
v. Landers, Frary & Clark, 17 C. C. P. A. (Patents) 1184, 41 F. 
2d) 99 [20 T.-M. Rep. 321]. 

We think the term “‘Pepsodent,” as registered and used, bears 
a close resemblance, in sound and appearance, to appellee’s mark. 
They are printed in substantially the same size and somewhat 
similar-shaped letters, one having nine letters and the other ten. 

Like the goods in the case of Lever Bros. Co. v. Riodela Chemical 
Corporation, 17 C. C. P. A. (Patents) 1272, 41 F. (2d) 408 [20 
T.-M. Rep. 311], toothpastes are “inexpensive and are consumed in 
their use.’’ In that case we said that the goods there involved were 
“of common everyday use in the household. . . . Purchasers there- 
fore would not be expected to exercise such degree of care in their 
purchase as would be exercised in more expensive and rarely pur- 
chased articles.” 

The marks being similar, and the goods being identical, we think 
that confusion to purchasers of goods upon which the two marks 
were concurrently used would be likely. Doubts, if any, should be 
resolved against the newcomer. Appellee’s goods are of such 
character, and the circumstances relating to their sale and use are 
such, as appellant has pointed out, as to require the appellee to use 
great caution in selecting its mark for use upon them, if it wishes 
to indicate their origin and not to profit by confusion. It would 


seem that, under the circumstances, it should have adopted a mark 


more likely to have accomplished the purposes intended by the 
statute. 


We are not here concerned with whether or not appellant’s mark 
should have been registered. For the purposes of this proceeding 
we must assume that it was properly registered and is a valid trade- 
mark. Revere Sugar Refinery v. Joseph G. Salvato, 18 C. C. P. A. 
(Patents) 112, 48 F. (2d) 400 [21 T.-M. Rep. 192]; E. Daltroff 
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& Cie. v. V. Vivaudou, Inc., 19 C. C. P. A. (Patents) 715, 53 F. 
(2d) 586 [21 T.-M. Rep. 632]. 

The Commissioner has pointed out that no actual confusion has 
been proved. While actual confusion is an important consideration, 
where proved, the issue of confusing similarity and the likelihood 
of resulting confusion may always be determined without resorting 
to any evidence of actual confusion. The Procter §& Gamble Co. v. 
J. L. Prescott Co., 22 C. C. P. A. (Patents) 1178, 77 F. (2d) 98 
[21 T.-M. Rep. 314] 


The decision of the Commissioner of Patents is reversed. 










Garrett, J., dissents, not regarding the marks as deceptively 
similar. 


DecisioNs OF THE COMMISSIONER OF PATENTS 
Conflicting Marks 

Frazer, A. C.: This is a petition to cancel trade-mark regis- 
tration No. 306,824, issued September 26, 1933, under the Act of 
March 19, 1920, to American Manufacturing Corporation, Inc. 
From the decision of the Examiner of Trade-Mark Interferences 
dismissing the petition, Vanity Fair Silk Mills appeals. 

The registration sought to be canceled discloses the notation 
“Skinfit” for use on women’s underwear. Petitioner relies on its 
own registration, under the Act of February 20, 1905, of the mark 
“Skintites” for the same and similar merchandise. The record 
amply establishes petitioner’s extensive use of this mark both be- 
fore and since the filing date of registrant’s application, which was 
February 10, 1933. 

The 1920 Act provides for cancellation of any registration issued 
thereunder where it is shown “that the registrant was not entitled to 
the exclusive use of the mark at or since the date of his application 
for registration thereof.’ It is further provided in section 1 (b) as 
follows: 


That trade-marks which are identical with a known trade-mark owned 
and used in interstate and foreign commerce, or commerce with the Indian 
tribes by another and appropriated to merchandise of the same descriptive 
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properties as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers, shall not be placed on this register. 


With respect to this latter proviso the Examiner held that “it 
is obvious that the marks used by the parties are not ‘identical’ and 
therefore the petitioner cannot qualify thereunder.” This holding 
is directly contrary to the conclusions reached by the Commissioner 
of Patents in Ex parte Good Humor Corporation of America, 25 
U.S. P. Q. 116; Postum Cereal Co. v. California Fig Nut Co., 313 
O. G. 454; and R. H. Macy & Co. v. The Macey Co., 295 O. G. 463. 
[n each of these cases the statute was construed in accordance with 
an opinion of the Solicitor of the Department of the Interior (277 
O. G. 181), in which it was said: 

The language of the said proviso would perhaps justify the conclusion 
that a comparative term, such as “so nearly,” was intended to accompany the 
positive term “identical,” so as to harmonize with the further expression 
“as to be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers.” This view is strongly supported by a similar 
provision contained in the act of 1905, which prohibits registration of names 
identical or which so nearly resemble a registered or known trade-mark as 
to be likely to cause confusion, etc. 

In view of these decisions it must be held that the Examiner’s 
ruling was erroneous, and that if registrant’s mark so nearly resem- 
bles that of petitioner “as to be likely to cause confusion or mistake 
in the mind of the public or to deceive purchasers’ registrant is ‘“‘not 
entitled to the exclusive use of the mark,” and its registration should 
be canceled. 

Both parties have adopted marks calculated to emphasize the fact 
that the undergarments to which the marks are applied conform 
closely to the figure of the wearer. In doing so each has selected 


an expression that may properly be used to define that of the other. 


Registrant’s garments are known as “Skinfit” because they fit tightly 


to the skin, and petitioner's garments are called “Skintites’’ for 
exactly the same reason. 

Being substantially the same in meaning and quite similar in 
sound and appearance, I am convinced that the concurrent use of 
these two marks on identical goods would be more than likely to 


cause confusion. 
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The decision of the Examiner of Trade-Mark Interferences is 
reversed, and registration No. 306,824 is ordered canceled.’ 


Descriptive Terms 


Frazer, A. C.: American Manufacturing Corporation, Inc., ap- 
peals from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing its petition to cancel registration No. 297,030, 
issued August 30, 1932, on an application filed April 18, 1932, in 
which use was claimed since April 6, 1932. 

The registered mark is “Skintites,” and while the description 
of goods in the registration includes many other items, the testimony 
taken in this proceeding shows conclusively that its use has been 
restricted to an undergarment for women designed to fit closely 
to the body of the wearer and to remain unwrinkled. The questions 
presented on appeal are whether the mark is descriptive of such 
goods, and if so whether petitioner has shown any legal injury to 
itself resulting from the registration. 

It appears from the record that about the year 1930 a demand 
grew up in the garment trade for an unusually close-fitting and 
wrinkle-proof type of underwear for women, and that in response 
to that demand a number of manufacturers, including both parties 
to this proceeding, began to put out such an article. Years previ- 
ously the adjective “skintight” and the noun “‘skintights’ had served 
to designate garments fitting tightly to the skin, particularly those 
worn by chorus girls and acrobats, but had more recently fallen 
into disuse with the articles they described. When “skintight’” un- 
derwear for women came into vogue the expression was quite 
naturally revived in the trade as aptly describing the new product. 
Persuasive of this situation is the fact that in 1935 the word “‘skin- 
tight” made its first appearance in Webster’s New International 
Dictionary, and is there defined as an adjective meaning “‘closely 


fitted to the figure” and as a noun a “‘skintight garment.” 


1 Vanity Fair Silk Mills v. American Manufacturing Corporation, Inc., 
Canc. No. 2,660, May 2, 1936. 
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[ am convinced that this word is and was at the time of the 
registration merely descriptive of registrant's goods, whether em- 
ployed as an adjective or as a noun, and whether in its singular or 
plural form. Nor do I think it material that the word as registered 
is phonetically spelled. It sounds the same and conveys the same 
meaning as before, and if “skintight” or “skintights’” is descriptive 
“skintite” or “skintites’’ is equally so. In fact registrant has used 
the mark in its advertising for purely descriptive purposes, and in- 
cidentally the two words “‘skintite” and “‘skintites’’ have been em- 
ployed indiscriminately. 

The remaining question is whether petitioner is entitled to main- 
tain this proceeding. The statute provides that any person who 
“shall deem himself injured by the registration of a trade-mark’’ 
may apply for the cancellation of such registration. But, as pointed 
out by the Court of Customs and Patent Appeals in the case of 
United Shoe Machinery Corporation v. Compo Shoe Machinery 
Corporation, 56 Fed. (2d) 292 [22 T.-M. Rep. 160]: 


Of course, Congress did not mean to grant these rights to a mere inter- 
meddler, to one who had no interest in the use of the term, and thereby 
authorize such a person to interfere in the affairs of others and in the busi- 
ness of the Patent Office. Certainly, the person seeking to cancel a regis- 
tration or oppose an application for registration must have a greater in- 
terest than a member of the general public who by such registration suffers 
no invasion of his rights and privileges. It is well understood in the applica- 
tion of equitable remedies that one who seeks such application is bound to 
show an interest in a suit personal to himself and not such an interest as he 
has by virtue of being a citizen. 

Petitioner does not claim to have used the word “Skintites,”’ as 
a trade-mark or otherwise; but as a manufacturer of merchandise 
aptly described by that notation, it does claim the right to use the 
equivalent words “‘skintight” and “skintights’’ in the conduct of its 
business, and that prima facie the registration deprives it of that 
right. In my opinion no further showing of damage is required. 

In Model Brassiere Co. v. Bromley-Shepard Co., 49 Fed. (2d) 
182 [21 T.-M. Rep. 382], the Court of Customs and Patent Appeals 
had occasion to consider a situation very similar to that disclosed by 
the record of the instant case. There the registration sought to be 


canceled was of the word “Ensemble” used as a trade-mark for 
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garter-brassieres,” of which goods the court held the mark to be 
descriptive. In discussing the showing required to be made by one 
seeking to cancel the registration of a mark of this character, the 
court said: 


In respect to this issue, we think it is sufficient, in this kind of case, 
for the petitioner to allege and show facts sufficient to establish the injury 
and his statutory right to file the petition. To do this, in our judgment, he 
is not required to show that he, on the date of filing the petition, was 
actually using the descriptive term on or in connection with his goods, as 
he would be required to do if he claimed ownership in a valid mark... . 

According to the contention of appellant, in order for appellee to be in 
a position to cancel the illegally registered mark (which, of course, appel- 
lant contends is valid), it was necessary for the appellee to show that it 
had braved all the dangers of infringement suits and was using the mark 
at the time it filed the petition. 

This contention is entirely plausible, if applied to a valid mark, the 
ownership and use of which is in question, but, since we conclude, as the 
Commissioner concluded, that the mark is descriptive within the meaning of 
the statute, appellant’s contention that it must be shown that appellee used 
the descriptive mark on the day it filed its petition is wholly untenable. 
Words merely descriptive of goods to be sold, not being subject to exclu- 
sive appropriation and ownership, do not have to be used in a trade-mark 
manner in connection with goods in interstate commerce in order to entitle 
anyone, to their use, and one who desires to use the same obviously does not 
have to assert ownership or facts from which ownership may be determined. 

As long as the “Ensemble” is a registered trade-mark, it is a threat, not 
only against the party who manufactures and sells merchandise like that 
of the parties to this suit, but to all who buy of them for the purpose of 
resale. Its continuance as a registered trade-mark, which mark appellant 
urges is prima facie legal, thus has the tendency to interfere with and 


hamper the commerce of the country and the clearly defined rights of 
tradesmen. 


In the later case of United Shoe Machinery Corporation v. 
Compo Shoe Machinery Corporation, supra, the petitioner for can- 
cellation had not used the registered word at all, but based its claim 
of injury chiefly on the fact that it was developing, and intended to 
place on the market, machines to be used in the manufacture of 
shoes which the word described. The court said: 


Under circumstances such as are shown in this case, we think it un- 
necessary for the opposer or applicant for cancellation to allege and prove 
any use of the term complained of. It is only necessary under such cir- 
cumstances to show such interest as will justify the conclusion that damage 


to it will ensue if the use of such term by it or its customers in describing 
their goods is denied. 


The fact that petitioner here is dealing in so-called “skintight”’ 
garments manifestly gives it “a greater interest than a member of 
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the general public,” for the obvious reason that the registration in- 
terferes with its use of the very name of its goods. I am convinced 
that petitioner has thus shown sufficient likelihood of damage to 
bring itself within the purview of the statute as one who may 
properly “deem himself injured.” 

For the reason stated the decision of the Examiner of Trade- 
Mark Interferences is reversed.” 


Goods of Same Descriptive Properties 


Frazer, A. C.: This is an appeal by Royal Battery Corporation 
from the decision of the Examiner of Trade-Mark Interferences 
sustaining the petition of Elgin National Watch Company and ad- 
judging that appellant’s trade-mark registration No. 317,142 issued 
under the Act of March 19, 1920, should be canceled. 

The marks of the parties are identical, namely, the word 
“Elgin”; and the only question presented on appeal is whether the 
goods to which they are respectively applied possess the same 
descriptive properties. Appellant’s registration is for storage bat- 
teries while petitioner pleads use on “watches and watch movements, 

. clocks, tachometers, altimeters and other aviation instruments.” 


As I understand the Examiner’s decision he did not hold that 


the goods thus enumerated in the petition are of the same descriptive 


properties as appellant’s storage batteries, but relied rather on cer- 
tain other articles referred to in the testimony of one of petitioner's 
witnesses. This testimony appears in the record as follows: 


Q. 41. What other products besides watches and clocks are and have 
been manufactured and sold by the Elgin National Watch Company? 

A. Compasses, altimeters, air speed indicators, centrifugal tachometers, 
chronometriec tachometers, ball bank indicators, chart boards, protectors, 
automobile rear vision mirrors, automobile clocks, turn buckles, oxygen 
regulators, ship’s chronometers, stop watches, torpedo boat watches, rail- 
road watches, time fuse gear train mechanism, time fuse escape mechanism, 
revolution indicator transmitters, averaging transmitters and indicators, 
chronometers, patrol boat watches, shaft rotation direction indicators, hand 
grenade parts, time fuses, rifle sight and trigger pins, officers’ watches, com- 
parison watches. 


“American Mfg. Corp. v. Vanity Fair Silk Mills, Cane. No. 2,703, 29 
U.S. P. Q. 375, May 2, 1936. 
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In addition to the above we have had manufactured in our own plant 
and marketed with the name “Elgin” on them, the following instruments, 
manufactured under our direction and supervision: Ammeters, voltmeters, 
oil pressure gauges, air pressure gauges, oil rate indicators both Centigrade 
and Fahrenheit, water heat indicators both Centigrade and Fahrenheit, ic: 
warming indicators both Centigrade and Fahrenheit. We have also mar 
keted an “Elgin” oil for compasses, which appears on the shelves of service 
stations generally selling airplane accessories, such as batteries, and this 
is particularly true in the State of New York. 


Q. 42. Is the trade-mark “Elgin” displayed on all the products men 
tioned by you in the above answers? 

A. The trade-mark “Elgin” is displayed on all these products in com 
mercial use. The name “Elgin” has always appeared when the article was 
capable of being marked. 

Q. 43. How long have the abovementioned articles been on sale? 

A. These instruments have been made over a period of the last seven 


teen years. 
In his decision the Examiner, after quoting a portion of th: 
foregoing testimony, makes this statement: 


A number of petitioner’s products, obviously, are used in connection wit! 
the mechanical power essential to the operation of vehicles intended for 
use upon land, in the water or in the air, and some of these products are 
closely associated with, or actually form a part of, the electrical equipment 
used as a part of such mechanical power. Among this latter class, for 
example, are ammeters and voltmeters. 


The Examiner is persuaded that the products involved herein do, in fact, 
possess the same descriptive properties and that the use of the mark “Elgin” 
in connection with the products of the parties would be likely to result 


in confusion. 

It is probably true that ammeters and storage batteries, by reason 
of their conjoint use, are goods of the same descriptive properties 
within the meaning of the Trade-Mark Act; but I can find neither 
averment nor proof in the record before me that petitioner was using 
the word “Elgin” in connection with ammeters at the time this 
proceeding was instituted. Even if it be assumed, which I am not 
prepared to hold, that evidence of such use was admissible under the 
broad allegation of use on “other aviation instruments,” I think the 
evidence adduced is wholly insufficient. To say that “we have manu- 
factured” is altogether too vague and indefinite to support a find- 
ing of present manufacture or of manufacture at any particular 
time in the past. The most that can be determined from the testi 
mony is that at some time during the preceding seventeen years peti- 
tioner marketed ammeters bearing the trade-mark “Elgin,” and | 
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think it is a fair inference that such activity had been suspended long 
before the testimony was given and long before the petition for can- 
cellation was filed. Otherwise it is difficult to understand why the 
point was not expressly raised in the pleading, and why the witness 
did not state the fact in clear and unmistakable language. 

Unless petitioner at the time it filed its petition was using the 
mark in connection with the same class of merchandise as that for 
which it was registered to respondent, the injury contemplated by 
the statute could not exist, and the mere fact that such use had been 
made at some indefinite time in the past is not deemed material. The 
language of the Court of Appeals of the District of Columbia in the 
case of Skene v. Marinello Co., 270 Fed. 701 [11 T.-M. Rep. 110], 
seems applicable to the situation here presented. I quote from the 
opinion: 

Proof that she was using the name in 1917 is not satisfactory proof that 
she was doing so a year and a half later. We are aware of the presump- 
tion that, where a fact is shown to exist, it usually will be regarded as con- 
tinuing, in the absence of any proof to the contrary; but that is too flimsy 
a thing upon which to rest an application for cancellation. If petitioner 
was using the mark in connection with her business, it was very easy for 
her to have offered convincing proof of it. If she was not using it at 
the time she filed her application for cancellation, but had abandoned its 
use, She would not be in a position to urge that she was being damaged by 
the registrant’s use of it. 

For the reasons stated the decision of the Examiner of Trade- 
Mark Interferences is reversed.” 


Non-Conflicting Marks 


Frazer, A. C.: This is an appeal from a decision of the 
Examiner of Trade-Mark Interferences sustained the opposition 
of R. H. Macy & Co., Inc., to registration of a trade-mark applied 
for by Challenge Cream & Butter Association, and adjudging ap- 
plicant not entitled to such registration. 

The record establishes beyond question that the marks of the 
parties are used on goods of the same descriptive properties, and 
that the marks upon which opposer relies in this proceeding had 


8’ Elgin National Watch Co. v. Royal Battery Corp., Canc. No. 2,795, 30 
U. S. P. Q. 51, June 10, 1936. 
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been extensively employed for many years before applicant’s entry 
into the field. This leaves for determination only the question of 
confusing similarity between the marks. 

Opposer uses separately the words “Red Star” and the represen- 
tation of a red star, and also the two in combination, the composite 
mark having been registered in 1925. Applicant’s mark discloses 
the notation “Star Valley Swiss Cheese” and a partially obscured 
star, printed on a landscape background, the descriptive words 
“Swiss cheese” being disclaimed. 

An inspection of these two marks in their entireties convinces me 
that they are free of objectionable similarity. Their only common 
features are the word “star” and the representation of a star, and | 
do not think that these are sufficient to create any reasonable prob- 
ability of confusion. Manifestly the words “star valley” are quite 
different from the words “red star” in sound, appearance and mean- 
ing; and while the star itself is of course substantially the same in 
both marks, this alone is not of controlling importance. Compari- 
son must be made of the marks as a whole, and upon such compari- 
son I am of the opinion that they are sufficiently dissimilar to insure 
against confusion. 

It does not necessarily follow, however, that applicant is en- 
titled to have its mark registered. In opposition No. 14,137 this day 
decided, I have held that the said mark is confusingly similar to 
that of Borden’s Cheese Co., Inc., registration No. 36,058 (29 U. S. 
P. Q. 47); and for the reasons there stated applicant’s mark must 
be denied registration. 

The decision of the Examiner of Trade-Mark Interferences sus- 
taining the opposition is reversed, but his adjudication that appli- 
cant is not entitled to the registration applied for is affirmed.‘ 


Frazer, A. C.: The Examiner of Trade-Mark Interferences 
dismissed the opposition of Frigidaire Corporation to the applica- 
tion of Carp & Co.’s Handelmaatschappij N. V. for registration of 


the notation “Frigoplate” as a trade-mark for “cooling and freezing 


*R. H. Macy & Co., Inc. v. Challenge Cream & Butter Ass’n, Opp’n 
No. 14,125, 29 U. S. P. Q. 48, March 18, 1936. 
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surfaces, namely, plates, slabs, trays, tables, and boards,” said ap- 
plication being based on a registration in the Netherlands, issued 
July 26, 1933. From that decision opposer appeals. 

In the notice of opposition opposer sets up prior use of the trade- 
mark “Frigidaire” on refrigerating apparatus of various kinds, and 
its registration in 1920 for refrigerators. The mark was registered 
under the Act of March 19, 1920, after registration had been refused 
under the Act of February 20, 1905; and as pointed out by the 
Second Circuit Court of Appeals in Charles Broadway Rouss, Inc. v. 
Winchester Co., 300 Fed. 706, such registration is not even prima 
facie evidence of ownership of the mark. Opposer also faintly 
relies on the name clause of the 1905 Act, contending that applicant’s 
mark “consists of a partial appropriation at least of opposer's 
name.” This contention is deemed so obviously devoid of merit as 
to require no discussion. 

The real point in the case is whether the marks of the parties, 
when concurrently applied to their respective goods, are so nearly 
alike as to cause confusion in the mind of the public or to deceive 
purchasers. While it would be somewhat difficult to determine from 
the application just what applicant’s “cooling and freezing surfaces” 
are for, it is stated in the brief that they “are used in stores and 
cafeterias to preserve the food which is placed on counters for 
service to the public.” It may therefore be assumed that the goods 
of the parties are of the same descriptive properties. This being 
true, I think opposer’s use of the admittedly descriptive term 
“Frigidaire,” long prior to applicant’s use of the assertedly non- 
descript term “Frigoplate,” is sufficiently established by the record 
to warrant a judgment in opposer’s favor if the marks are con- 
fusingly similar. ‘Trustees for Arch Preserver Shoe Patents v. 
James McCreery and Co. (C. C. P. A.), 49 Fed. (2d) 1068 (9 U.S. 
P. Q. 554) [21 T.-M. Rep. 374}. 

But in my opinion the marks are not confusingly similar. To my 
mind they are widely different in appearance, sound and significance. 
Their similarity resides in the first four letters “frig” and in the 


fact that each has three syllables. Their differences are at least 











498 TWENTY-SIX TRADE-MARK REPORTER 


as great as those existing between the words “Purex’’ and “Pure 
test,” which were held by the Court of Customs and Patent Appeals 
not to be confusingly similar, in the case of Purex Corporation 
v. United Drug Co., 67 Fed. (2d) 918 (20 U. S. P. Q. 69) [24 
T.-M. Rep. 17]. The following language used by the court in 
that case seems peculiarly applicable to the situation here presented: 


Certainly, even if it be conceded that the mark “Puretest” is subject to 
registration and is not descriptive, which question is not presented here, 
it cannot successfully be contended that its registration will prevent others 
from adopting and using some syllable thereof, such as “Pure,” or its 
phonetical equivalent “Pur,” so long as such syllable is not, in itself, con- 
fusingly similar to the opposer’s mark. 


Regardless of the opposition, however, I am of the opinion that 
applicant’s mark is unregistrable under the Act of February 20, 
1905, because I think it is descriptive of the goods with which it is 
used. “Frigor’” is a Latin noun meaning “cold,” and “frigo,”’ ac- 
cording to Webster’s New International Dictionary, is a combining 
form from that noun. “‘Frigorific’ is an adjective defined in the 
same dictionary as “causing cold; cooling; chilling.” And “frigo- 
rify” is a verb meaning “to make cold.” It thus seems apparent that 
applicant has merely combined with the name of one of its “cooling 
and freezing surfaces’ a recognized dictionary prefix to describe it 
as having the designated properties. Moreover, I am convinced that 
the notation “Frigoplate’’ would convey to the average mind ex- 
actly the same meaning as would the phrase “frigid plate,’ and that 
it does not sufficiently differ therefrom to amount to more than a 
misspelled compound of those two words. 

The decision of the Examiner of Trade-Mark Interferences is 
affirmed insofar as it dismisses the notice of opposition, but other- 
wise reversed; and it is adjudged that applicant is not entitled to 
the registration for which it has applied.° 


Frazer, A. C.: The application of Aktiengesellschaft Brown, 
Boveri & Cie, for registration of its trade-mark, was opposed by 
Frigidaire Corporation, and the latter appeals from the decision of 
the Examiner of Trade-Mark Interferences dismissing the opposi- 


5 Frigidaire Corporation v. Carp & Co.’s Handelmaatschappij N. V., 
Opp’n No. 13,468, March 19, 1936. 
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tion. Applicant’s mark is the notation ‘“Frigibloc,” registered in 
Switzerland in 1933, and stated in the application to be used on “‘ice 
making machines and refrigerators for the preservation of food- 
stuffs and accessories therefor.”’ Opposer relies on its trade-mark 
“Frigidaire,” used on goods identical with applicant’s, and regis- 
tered in the United States under the Act of March 19, 1920, on 
November 23, 1920. 

In the decision appealed from the Examiner held that, because 
opposer's mark is admittedly descriptive and, therefore, incapable 
of ownership within the meaning of the Act of February 20, 1905, 
opposer is not qualified to maintain this proceeding. With this 
conclusion I am unable to agree. In fact I think it is directly con- 
trary to the ruling of the Court of Customs and Patent Appeals in 
the case of Trustees for Arch Preserver Shoe Patents v. James 
McCreery & Co., 49 Fed. (2d) 1068 (9 U.S. P. Q. 554), [21 T.-M. 
Rep. 374]. 

It is now well established that an opposer need not be the 
owner of its mark, in a technical trade-mark sense, in order to 
prevent the registration to another of a confusingly similar mark 
for use on the same class of goods. If an opposer can show that 
it would be damaged by such registration the requirement of the 
statute is met, and damage may be predicated on prior use of the 
mark “analogous to a trade-mark use,” or even in advertising. 
John Wood Mfg. Co. v. Servel, Inc. (C. C. P. A.), 77 Fed. (2d) 
946 (25 U.S. P. Q. 488) [25 T.-M. Rep. 407]. Nor is it material, 
under the rule laid down in the Arch Preserver case, supra, that 
the mark so used is descriptive of the goods and hence not subject 
to trade-mark ownership. 

Quite apart from its 1920 registration, which is of no particular 
importance in this proceeding, opposer has established extensive 
and continuous use of the mark “Frigidaire’’ on its goods for many 
years prior to any date of use claimed by applicant for the mark 
sought to be registered. I am, therefore, of the opinion that the 
rights of the parties depend wholly upon whether or not their 


marks are confusingly similar. 
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It was recently held in the case of Frigidaire Corporation v. Carp 
§ Co.’s Handelmastschappij N. V., 29 U.S. P. Q. 49, that “Frigo- 
plate” is not confusingly similar to “Frigidaire,’ and manifestly 
there is no greater resemblance between the latter mark and “Frigi 
bloc.” In that case reliance was had on the holding of the Court 
of Customs and Patent Appeals in Purex Corporation v. United 
Drug Co., 67 Fed. (2d) 918 (20 U.S. P. Q. 69) [24 T.-M. Rep. 17], 
that the words “Purex’’ and “Puretest” are free of confusing simi 
larity. 

In Reo Motor Car Co. v. Traffic Motor Truck Corporation, 4 
Fed. (2d) 303 [14 T.-M. Rep. 35], it was held by the Court of 
Appeals of the District of Columbia that the notation “Speedboy”’ 
was registrable, as a trade-mark for motor trucks, over the mark 
“Speed Wagon” used on the same goods. The court said: 


We agree with the Patent Office that, having adopted a decisive mark, 
appellant has no right to exclude another from the use of the descriptive 
features of that mark, if used in such a way as to distinguish the two marks 
Appellee has met this test, for the only similarity between the two marks 
is in the use of the descriptive word “Speed.” 

Upon the authority of these cases I... . hold that the marks 
here involved are sufficiently dissimilar to insure against any reason- 
able likelihood of confusion, and that applicant is, therefore, entitled 
to the registration for which it has applied.° 


Frazer, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Mark Interferences dismissing the opposition 
of Kotex Company to the registration by Jacob G. Frieman of the 
notation “Unitex”’ as a trade-mark for a “sanitary shield and sup- 
porter.” 

Opposer relies upon its mark “Kotex,” applied to sanitary 
napkins, and its prior use is conceded. 


One of the alleged errors assigned on appeal is the Examiner’s 
refusal, after final hearing, to permit an amendment to the notice 
of opposition whereby appellant sought to add “sanitary belts’’ to the 
goods upon which use of its mark was claimed. The statute requires 


® Frigidaire Corporation v. Aktiengesellschaft Brown, Baveri & Cie, 
Opp’n No. 13,967, April 14, 1936. 
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that a notice of opposition be filed “within thirty days after publica- 
tion of the mark sought to be registered”; and as pointed out in the 
case of Hannis Distilling Co. v. George W. Torrey Co., 32 App. 
D. C. 580: 


If the amendment does not contain matter constituting new grounds of 
opposition no advantage can result to the opponent from its admission and 
the amendment should be denied; if it does set out new grounds of opposition 

it is brought too late and cannot be allowed. 


While I think the motion to amend was properly denied, I do not 
consider the point to be of any great importance, because, in my 
opinion, opposer’s goods as set forth in the original notice are un- 
questionably of the same descriptive properties as those to which 
applicant applies his trade-mark. This being so, the only remaining 
question to be determined is whether the marks of the parties, when 
used on such goods, are so similar as to be likely to cause confu- 
sion. ... 

The only point of similarity between the marks here involved lies 
in the final syllable “‘tex.’’ Otherwise the two words are distinctly 
different in spelling, sound and appearance; nor is there any simi- 
larity in the manner of their display. Viewed in their entireties I 
am clearly of the opinion that the two marks are sufficiently dis- 
similar that there is no reasonable likelihood that confusion will 
result from their concurrent use on the goods of the parties. I 
think this conclusion finds support in the case of E. I. Runner Co. 
v. W. P. Young, 77 Fed. (2d) 688 (25 U.S. P. Q. 892), [25 T.-M. 
Rep. 395], where the Court of Customs and Patent Appeals reversed 
the Commissioner of Patents, and held that the marks “Robene”’ 
and “‘Absorbine” are free from confusing similarity, even though 
applied to substantially identical goods. 

The decision of the Examiner of Trade-Mark Interferences is 
affirmed.’ 


Non-Descriptive Terms—Disclaimer 
Frazer, A. C.: This is an appeal from the refusal of the 
Examiner of Trade-Marks to register the notation “Deesfuel’’ un- 


* Kotex Company v. 





Frieman, Opp’n No. 14,222, May 9, 1936. 
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der the Act of February 20, 1905, as a trade-mark for “‘a petroleum 
fuel particularly suited and adapted to Diesel engines.” 

The Examiner found the word “Dees”’ listed as a surname in the 
1924 city directories of Dallas, Texas and Cleveland, Ohio and the 
1925 directory of Washington, D. C., and held that the combination 
of such name with the descriptive word “fuel’’ did not result in a 
registrable trade-mark. 

The Act prohibits registration of a “mark which consists merely 
in the name of an individual,” or “merely in words .. . . which are 
descriptive of the goods with which they are used;” and it has 
frequently been held that the mere combining of two prohibited 
words does not overcome the statutory bar to registration. In my 
opinion, however, the word “Dees,” as here used, has no significance 
as a name. It is of course suggestive of “Diesel,” and that is ad 
mittedly the reason for its adoption. While it may be, and probably 
is, a surname, the fact that the Examiner was able to find it listed 
as such no more recently than eleven years ago is persuasive evidence 
of its obscurity, and of the improbability that it would signify a sur 
name to the purchasing public. As applicant points out, nearly any 
combination of letters may possibly spell the name of an individual 
somewhere in the world, and by diligent search such possibility may 
be established as a fact. I do not think, however, that the statute 
need be so literally construed. It seems reasonable to require 
evidence that an alleged surname is currently recognized as such 
before authorizing the refusal of its registration on that ground. 
Here no such evidence exists. 

The decision of the Examiner of Trade-Marks is reversed, but 
it is suggested that a disclaimer of the descriptive word “fuel” be 


required before passing applicant’s mark for publication. 


Opposition—Failure to File Briefs 


Frazer, A. C.: Mineralava Laboratories, Inc., appeals from the 
decision of the Examiner of Trade-Mark Interferences dismissing 
its opposition to the application of Sam Hagler for registration of 


S Ex parte Warner Quinlan Co., Ser. No. 371,566, April 23, 1936. 
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the word ““Mineralava” as a trade-mark for face powder, cold 
cream, vanishing cream, etc. 

Neither party has filed a brief on appeal and neither appeared 
for oral argument. 

An examination of the record reveals no manifest error in the 
decision of the Examiner of Trade-Mark Interferences, and the 


said decision is accordingly affirmed.” 


O pposition—Petition 


Frazer, A. C.: United States Gypsum Company, opposer in 
the above-entitled proceeding, petitions that the opposed application 
of Sam Flinker be remanded to the Examiner of Trade-Marks for 
consideration of certain registrations owned by opposer, and par- 
ticularly registration No. 240,619 which counsel asserts “was in- 
advertently not cited as a reference during the prosecution of said 
application.” 

This registration is pleaded in the notice of opposition, and in 
his answer applicant has denied the existence of confusing similarity 
between the registered mark and his own, and has further denied 
that the goods on which the two marks are used are of the same 
descriptive properties. What opposer is really asking, therefore, is 
that the Examiner of Trade-Marks be required to determine the 
issues of the opposition, and that without giving applicant an op- 
portunity to take testimony. Such practice would, in my judgment, 
be wholly improper. 


The petition is denied." 


Opposition—Petition for Rehearing 


Frazer, A. C.: Challenge Cream & Butter Association petitions 
for reconsideration of the decision heretofore rendered in the 
above-entitled proceeding affirming that of the Examiner of Trade- 
Mark Interferences, who sustained the opposition of Borden's 


® Mineralava Laboratories, Inc. v. Sam Hagler, Opp’n No. 13,071, April 
27, 1936. 

10 United States Gypsum Company v. Sam Flinker, 29 U. S. P. Q. 295, 
March 26, 1936. 
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Cheese Company, Inc., to the registration of petitioner's alleged 
trade-mark. 

The argument accompanying the petition is substantially a 
repetition of that made in the brief on appeal, and fails to convince 


me that the decision was erroneous. The petition is according], 
denied.” 


Frazer, A. C.: In the below-entitled proceeding a decision 
was rendered by this tribunal March 18, 19386 (29 U. S. P. Q. 48), 
reversing that of the Examiner of Trade-Mark Interferences sus- 
taining the opposition of R. H. Macy & Co., Inc., to the registration 
of its trade-mark by Challenge Cream & Butter Association, but 
holding that applicant was not entitled to the registration applied 
for, by reason of a decision rendered the same day sustaining an 
opposition filed by Borden’s Cheese Co., Inc., No. 14,137. 

Applicant petitions for reconsideration, pointing out that the 
ex parte rejection of its application was not essential to the disposal 
of this opposition, and that it may result in the necessity of taking 
two appeals to the United States Court of Customs and Patent Ap 
peals in order to procure an adequate review of the decision in the 
Borden case. The petition was served on counsel for opposer April 
8, 1936, and they have interposed no objection to its favorable con- 
sideration. 

For the reasons stated in the petition, I am persuaded that it 
should be granted. The decision is therefore modified by striking 
therefrom the next to the last paragraph in its entirety, and that 
part of the last paragraph beginning with the word “but” in the 
second line thereof.” 


Frazer, A. C.: Applicant renews its petition to reopen the 
above-entitled proceeding before the Examiner of Trade-Mark In- 
terferences for the consideration of certain additional evidence. 


This proposed evidence consists of amended findings of fact and 


11 Borden’s Cheese Co., Inc. v. Challenge Cream & Butter Association, 
Opp’n No. 14,137, April 23, 1936. 

12 R. H. Macy & Co., Inc. v. Challenge Cream & Butter Association, Opp'n 
No. 14,125, April 23, 1936. 
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conclusions of law in a case tried before the United States District 
Court for the Western District of Wisconsin. The petition was 
recently denied “in the absence of a more satisfactory showing, 
particularly with respect to the materiality of the documents now 
sought to be made of record.’” In the renewed petition applicant 
states: 

It is believed that these findings are favorable to defendant’s attack on 
opposer’s marks and tend to indicate that opposer has no right in this case 
since its only rights depend on an invalid registration of a Ten-Year Proviso 
mark, which indicates that such mark is public property. 

It has long been settled that in an opposition proceeding the 
validity of an opposer’s registration is not open to question and will 
not be considered. A. Leschen §& Sons Rope Co. v. American Steel 
& Wire Co. (C. C. P. A.), 55 Fed. (2d) 455; Richard Hellmann 
v. Oakford & Fahnestock (C. C. P. A.), 54 Fed. (2d) 423. This 
being true the evidence sought to be introduced for the purpose 
stated in the petition could have no possible bearing on the case. 
It would thus seem unnecessary to give further consideration to the 
other questions presented. 


The renewed petition to reopen is denied.“ 


Opposition—Pleading and Practice 


Frazer, A. C.: In the below-entitled proceeding the Examiner 
of Trade-Mark Interferences sustained the opposition of Chippewa 
Springs Corporation to the application for registration of its alleged 
trade-mark by J. Leinenkugel Brewing Co. From that decision the 
latter company appealed, and the appeal is now pending before the 
Commissioner. 

Applicant petitions that the case be remanded to the Examiner 
of Trade-Mark Interferences for reconsideration. The facts upon 
which the petition is based are that, prior to final hearing, opposer 
served notice under Rule 154 (e) that it would rely upon certain 
documents, including amended findings of fact and conclusions of 
law in the case of Chippewa Springs Corporation v. Jacob Leinen- 


Chippewa Springs Corporation v. J. Leinenkugel Brewing Co., Opp’n 
No. 14,171, April 23, 1936. 
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kugel Brewing Co. theretofore tried in the United States District 
Court for the Western District of Wisconsin; that notwithstanding 
such notice opposer failed to produce the findings and conclusions 
referred to; and that “the said amended findings of fact and con- 
clusions of law contained many findings favorable to the applicant 
herein.” 

At final hearing the Examiner had before him the original find- 
ings of fact and conclusions of law and the decree entered in the 
said case, these documents having been produced and relied upon by 
applicant. A careful comparison of the two sets of findings leaves 
me at a loss to know what either contains that would be more or 
less favorable to applicant than the other, or upon what possible 
theory either is material in the present proceedings. Furthermore, 
no reasonable excuse has been offered for applicant’s failure to in- 
troduce the amended findings, instead of depending, as it appar- 
ently did, upon opposer’s proofs for the purpose of establishing its 
own case. 

In the absence of a more satisfactory showing, particularly with 
respect to the materiality of the documents now sought to be made 
of record, the petition is thought to be without merit and is accord- 
ingly denied.” 


14 Chippewa Springs Corporation v. J. Leinenkugel Brewing Co., Opp'n 
No. 14,171, March 18, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 











